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NEW YORK, FEBRUARY, 1915 


UNITED STATES DISTRICT COURT 
Louis Bercpo.t, BREWING Co. v. BERGDoLL BREWING Co. 
(218 Fed. Rep., 131.) 
District Court, E. D. Pennsylvania, November 30, 1914. 


. TrapE-Marks. LEGISLATION BY CONGRESS. 

Trade-mark legislation by congress is based solely on the power 
given to congress by the constitution to regulate commerce among the 
states. Therefore such legislation can extend only to interstate use of 
trade-marks. 

INFRINGEMENT—FEDERAL JURISDICTION. 

Since congress has power to legislate only concerning trade-marks 
used in interstate commerce, the jurisdiction of the federal courts in 
cases of infringement where the parties are citizens of the same state, 
is limited to cases in which the marks, both infringing and infringed, 
are used in interstate or foreign commerce. 

INFRINGEMENT—FEDERAL JURISDICTION—PLEADING. 

In a suit for infringement of a trade-mark registered in the patent 
office, an averment of such registration may be taken to include an alle 
gation of the interstate use of the mark. 

INFRINGEMENT—FEDERAL JURISDICTION—PLEADING. 

The failure of the bill of complaint, in an action based on registra 
tion in the United States, to allege that the infringing mark is used in 
interstate commerce is ground for its dismissal. An allegation of injury 
done the defendant in the state where the action was brought “and 
elsewhere throughout the United States” is not an allegation of inter- 
state use of the infringing marks. 


In Equity. On motion to dismiss the bill of complaint. 
Granted, with leave to amend. 
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. Hayward Fairbanks and J. Bonsall Taylor, both of Phila- 
delphia, Pa., for plaintiff. 

. Stuart Smith, of Philadelphia, Pa., and Percy C. Madcira, 
Jr., of Ogontz, Pa., for defendants. 


Dickinson, District Judge—The question raised here is 
one of pleading. The pertinent pleading facts, as they negatively 
and affirmatively are found in the record, are these: 


There is no averment of diverse citizenship. The jurisdic- 


tion of the court is based upon the averment that the case arises 
under the laws of the United States, to wit, the fourth proviso 
of section 5 of the act of congress of February 20, 1905, relating 
to trade-marks. Comp. St. 1913, $9490. The injury com- 
plained of is an infringement of the trade-mark rights of the 
plaintiff acquired under that act. The only interstate averments 
o: plaintiff’s claim of right are that the trade-mark is registered 
under the act of congress, and that under this trade-mark the 
plaintiff's product “has been known throughout the country ex- 
clusively as the product of the plaintiff.” The only interstate 
averment as to defendant’s violation of plaintiff’s claim of right 
is that it has induced purchasers to take the product of the de- 
fendant under the belief that it was the product of the plaintiff, 
and thereby “it has caused in this district and elsewhere through- 
out the United States great and irreparable injury to the plain- 
tiff.” 

A motion has been made to dismiss the bill, which is now 
limited to the sole ground that there is no averment in the bill 
of an interstate use or threatened use of plaintiff’s trade-mark. 

The trade-mark legislation of congress is based upon that 
provision of the constitution which confers power upon congress 
to regulate commerce among the several states, etc. 

Property in trade-marks is recognized at common law, and 
may be and has been made the subject of legislation in the states. 
Tt does not owe its existence as a right to any act of congress. 
“egislation, therefore, by congress, is the mere regulation of a 
pre-existing right, and is based upon the interstate character of 
the act. 


The use of a trade-mark may be confined to intrastate com- 
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merce, or it may be extended in to the federal field. With the 
regulation of trade when thus confined to the limits of a single 
state congress has nothing to do. Its power and authority is 
limited to interstate transactions. It was, therefore, held that 
act cong. Aug. 14, 1876, c. 274, 19 Stat., 141, providing for the 
punishment of counterfeiting trade-marks, etc., was void, be- 
cause it included commercial acts not of an interstate character. 
U. S. v. Steffens (Trade-Mark Cases) 100 U. S., 82, 25 L. Ed., 
559- 

Act March 3, 1881, c. 138, 21 Stat., 502, as well as act Feb. 
20, 1905, both provided only for the registration of the trade- 
marks which are to be used in interstate commerce. Under the 
act of 1881 it was held, in a case arising between citizens of the 
same state, a bill should be dismissed because it failed to allege 
that the trade-mark in controversy was used on goods intended to 
be transported to a foreign country. Ryder v. Holt, 128 U. S. 
525, 9 Sup. Ct., 145, 32 L. Ed., 529. 

Cases of this general character may involve two features. 
One is a trespass upon the rights of the plaintiff which he has 
acquired under a common-law trade-mark. The other is an in- 


fringement of his statutory proprietary right, acquired under 
the trade-mark registration acts. The common-law trade-mark 


is protected against infringement by its use either in intrastate 
or interstate commerce. The registration protects the use of the 
trade-mark only in interstate transactions. When the contro- 
versy is between citizens of the same state, and the jurisdiction 
of the court depends upon the averment that the case arises 
under the laws of the United States, then the complaint must 
be an infringement of the proprietary right which arises out of 
the registration and the facts necessary to confer jurisdiction 
must be averred. Prince’s Metallic Point Co. v. Prince Mfg. Co., 
(C. C.) 53 Fed., 493. 

In the line of the same thought we have the expression of 
opinion in Andrews Co. v. Puncture Co., (C. C.) 168 Fed., 762, 
that the court does not have jurisdiction where jurisdiction de- 
pends upon this fact, unless the registered trade-mark has been 
used or is threatened to be used in interstate commerce. 

As the constitutionality of the acts of congress depends upon 
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the interstate feature, it follows that the same construction must 
necessarily be given in this respect to the act of February 20, 
1905, aS was given to the act of March 3, 1881, and it further 
follows that the acts of congress conferring jurisdiction 
upon the courts in copyright and trade-mark cases must be 
construed to be limited to interstate use of such trade-marks. 
Bernstein v. Danwitz, (C. C.) 190 Fed., 604, [ Reporter, vol. 2, p. 
20). 

It only remains, therefore, to inquire into the sufficiency of 
the averments here. As the averment is of a registered trade- 
mark under the provisions of the act of congress, this may be 
taken to include an averment of all the facts necessary to found 
the right of the plaintiff to the trade-mark registration, and there- 
fore to include the averment of an interstate use of the trade- 
mark by the plaintiff. There is no averment, however, of an in- 
terstate use, actual or threatened, by the defendant. The aver- 
ment quoted, that injury had been caused to the business of the 
plaintiff here ‘and elsewhere throughout the United States,” is 
not an averment of interstate use. The bill should accordingly 
be dismissed for want of jurisdiction. 

The thoughtful care and thoroughness with which the ques- 
tion involved has been discussed by counsel call for more than a 
passing reference to the views which we have not been able to 
adopt. The position of the plaintiff may be summarized thus: 

1. The trade-mark act of February 20, 1905, and section 
24 of the Judicial Code (Comp. St. 1913, § 991), confer jurisdic- 
tion of all cases arising “under the trade-mark laws.” 

On its face this impresses one, but the force of it is lost 
when we reflect that a case can arise under the trade-mark laws 
only when the trade-mark and its violation have relation to in- 
terstate commerce. Counsel is in error in asserting that nothing 
in the act limits the right of the plaintiff to trade-marks used in 
interstate commerce. The act of 1905 expressly so limits it, and 
confers jurisdiction only in cases “arising under the present act.” 

2. Plaintiff, having secured a trade-mark right under the 
act, is presumed to be entitled to it, and it therefore is a trade- 
mark used in interstate commerce. 


This is probably right so far as it goes, but it does not go 
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far enough. The act of violation complained of, actual or 
threatened, must be an interstate act, and it is only when the 
defendant so uses the trade-mark that the act of congress con- 
fers the jurisdiction. 

3. The plaintiff does aver the commission of an interstate 
offense, in that the concluding clause of paragraph 11 avers that 
damage has been done the plaintiff in this district ‘‘and else- 
where throughout the United States.” 

This averment may be true, and yet the defendant not have 
used the trade-mark in “commerce with foreign nations or 
among the several states or with the Indian tribes.” 

4. Of the cases cited by counsel in their supplemental and 
supporting brief, Rossmann vy. Garnier, 211 Fed. 404, 128 C. C. 
A., 73, [| Reporter, vol. 3, p. 183.] gives them no support. The 
fact there found was an interstate use. So far as the case bears 
upon the present point, its authority is for the present defendant. 
In Davids Co. v. Davids Mfg. Co., 233 U.S. 461, 34 Sup. Ct., 648, 
58 L. Ed., 1046, | Reporter, vol. 4, p. 175], the “any infringing use” 
which counsel have so strongly emphasized necessarily means the 


interstate use, the exclusive right to which is given by the statute. 
The citation by defendant of the case of Bernstein v. Danwitz, 


(C. C.) 190 Fed., 604, [ Reporter, vol. 2, p. 20], is not open to the 
criticism directed against it. That case squarely holds that the 
jurisdiction which depends upon the acts of congress attaches 
only when the facts bring the case within those acts. 

5. The final stand taken by plaintiff, that the act of 1905, 
contains additional provisions to those of the act of 1881, and 
that if the courts are not given jurisdiction an offender in the 
same state with the defendant would go unscathed, avoids the 
point in issue. That the act of 1905 made changes in the law 
must be conceded, but this by no means concedes the point under 
discussion. The argument is, and it seems to be unanswerable, 
that congress has power only to legislate on trade-marks used 
in interstate commerce, that it has in fact only granted the 
exclusive right to register trade-marks when so used, and that 
jurisdiction is given on this ground to the courts only when the 
defendant has violated this exclusive proprietary right of the 
plaintiff by using its trade-mark in interstate trade. 
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The bill in its present shape must be dismissed. As, how- 
ever, the plaintiff may be able to amend its bill, five days is al- 
lowed in which to make application for leave to amend; other- 
wise, bill dismissed, with costs to defendant. 

[For a discussion of the jurisdictional question involved in this case, 
see Reporter, vol. 4, p. 378, note.] 

LAMBERT PHARMACAL COMPANY v. BOLTON CHEMICAL Cor- 
PORATION 


Southern District of New York, January 11, 1915 


TRADE-MARK INFRINGEMENT. 

The name “Listogen” conflicts with “Listerine” as a trade-mark for 
a like article. 

. TRADdE-MARK—DECEPTIVE MARK. 

In a suit for trade-mark infringement brought by the makers of 
“Listerine,’ it was argued that the word “Listerine” is deceptive, be- 
cause it falsely suggests that the compound originated with Lord 
Lister. Held that however deceptive in its origin, the mark has, by long 
continued use, lost its association with the name of Lister and ceased 
to be deceptive. 

. TRADE-MARKS—GENERIC TERMS. 

Where a trade-name has always been associated with goods com- 
ing from but one maker, it can never become generic, so that the 
right to exclusive use of the name is lost to the owner. 


In Equity. On final hearing. 


John H. Drabelle of St. Louis, Mo. (William A. Redding, 
of New York City, of counsel) for the plaintiff. 
Francis Colety, of New York City, for the defendant. 


LEARNED HAnp, District Judge.—The defendant’s compound 
is obviously appropriate for substitution for the plaintiff’s; its 
uses are precisely the same and it is made up for the same class 
of consumption. In choosing an arbitrary trade-name, there was 
no reason whatever why they should have selected one which 
bore so much resemblance to the plaintiff’s; and in such cases 
any possible doubt of the likelihood of damage should be re- 
solved in favor of the plaintiff. 


Of course, the burden of proof always rests upon the moving 
party, but having shown the adoption of a similar trade-name, 
arbitrary in character, I cannot see why speculation as to the 





LAMBERT PHARMACAI COMPANY VY. BOLTON CHEMICAL CORPORATION 39 
chance that it will cause confusion should be at the expense of 
the man first in the field. He has the right to insist that others 
in making up their arbitrary names should so certainly keep away 
from his customers as to raise no question. 

In the case at bar there is at least ample doubt that this will 
be true. “Listogen,” if the accent be on the first syllable, is like 
enough to “Listerine” to serve as an apt means of substitution 
among those who have not already enough familiarity with the 
plaintiff's article to be safe from any such efforts. There is 
always a fringe of possible customers, next year’s, for instance, 


with whom such opportunities are not to be disregarded, people 


who have heard vaguely the old name or seen it in advertisements 
and who fail to carry it with accuracy in their memory. Among 
these confusion is eminently possible and that possibility, if not 
a remote speculation, is quite enough. 

To show how near the defendant’s name is we need only 
change one letter, “g,” to “r,’’; “Listoren” would be so close an 
imitation as would not allow argument in its defense. Now the 
“so” does made a difference; being a consonant it sounds more 
distinctly, but I cannot say that it is enough, and no reasonable 
explanation, no explanation whatever, is suggested why the name 
need be used. 

In saying this, I do not forget that the defendant claims the 
use of the English words, “Listerism,” “Listerian” and “Lister- 
ize,” all of which had some currency in English before 1881. 
But the defendant does not use these words; at best “Listogen” 
is a coined word with a penumbra of suggestion. The result of 
a decree will not be to prevent them from using any word in 
the English language, including all which are derived from the 
name of Lord Lister. 

Besides, what does “‘Listogen” suggest, if mere suggestion 
be enough to justify such a use of a coined word? “Gen” sug- 
gests that the compound has a principle of “List” in it, that 
it generates “List,” or is its essential or active principle. Now 
there is no such thing as “List,” nor as “Lister” nor “Listerism.” 

The words which have gone into use mean the methods first 
introduced by Lord Lister, a way of treating wounds to prevent 
suppuration. There is no sense in a word which suggests that it 
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contains the active principle of “Listerism’” or that it can gen- 
erate ‘‘Listerism.” If Lord Lister had discovered a substance 
which went by his name and which could be created by a chemical 
compound, and if the defendant had invented such a compound, 
there would be some color for the contention that they had 
made up a word which was descriptive at least by suggestion, but 
“Listogen” means, and is capable of meaning nothing whatever. 

There is, indeed, one meaning which it conceivably can carry 
and that is that it contains the essential principle of “Listerine” ; 
that it generates the active element of the plaintiff's product, but 
that implication the defendant will scarcely wish to make. 

Finally, the defendant takes the position that “Listerine” is 
a deceptive name itself, and suggests that the compound was 
derived from Lord Lister, an error that has crept even into the 
Century dictionary. 

I think that there was some basis for this contention when 
the name originated. I am sure I should have thought it was 
named after Lord Lister, as it was, and I should have vaguely 
supposed that he had something to do with the formula, or had at 
least given it the sanction of his name. 

Yet I am not disposed at the end of thirty-four years to say 
that it carries any longer any such implication. The record 
shows that the sales for now many years have been of many 
millions of bottles, and that it has become an article of very com- 
mon use in many countries. 

We should rather assume that the name has become identi- 
fied with the thing and has long since lost its connotation of Lord 
lister’s association. We need not go back for so long to find in 
the origin of the word a suggestion not altogether truthful, but 
long since cured by time. 

Of course, no court will protect a man in the perpetration of 
a deception, but where the trade-name has ceased to be deceptive, 


it is pharisaical to visit the sins of one generation upon the next 
in the aid of those who now seek to trade upon the efforts of the 
present. 


I shall not, therefore, decide how far the suggestion of 
“Listerine” is so deceptive as to have forbidden any protection in 


1881. 
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This question does, however, bring up the further question 
whether the name “‘Listerine” itself has become descriptive or 
generic. This is answered by Jacobs v. Beecham, 221 U. 5., 263, 
[Reporter, vol. 1, p. 55], a case weaker than this, because the 
plaintitf, not having disclosed his formula, could not show, as 
here, that it was different from the defendant’s. That case holds 
that where the name has always been associated with the plain- 
tiff’s manufacture and has not followed the goods elsewhere, it 
can never become generic in the sense that the right to the name 
disappears. 


A discussion of the many cases in which similarities have, 


or have not, been thought infringements serves no end; applica- 


tions of the accepted principle no doubt vary, but no two cases 
are alike. One must trust one’s own sense of the likelihood of 
confusion and the absence of any justification for the defend- 
ant’s choice of name. 

The usual decree will pass with a reference, if the plaintiff 
wishes. 


MASSACHUSETTS SUPREME JUDICIAL COURT 
Grocer’s Suppiy Co. v. DEputs. 
(107 Northeastern Reporter, 389.) 
Bristol, December 31, 1914. 


TRADE-MARKS—NATURE OF RIGHT. 

A manufacturer had bought from the inventor the sole right to 
manufacture and sell, in Massachusetts, a bleaching and cleansing fluid 
called “Cormond Water.” Others likewise acquired and exercised the 
same rights in other states. Held that the first manufacturer acquired 
no common law trade-mark right, since the first essential of such right 
is that it must be exclusive. 

. UNFAIR ComMpETITION—IMITATION OF LABEL. 

Where a red label of distinctive design had become associated in 
the public mind with the wares of one manufacturer, imitation of this 
label will be enjoined as unfair competition. 

. Unrarr CoMPETITION—IMITATION OF TRADE-NAME. Pusticr Juris 

When a trade-name has come to identify, to that portion of the 
public comprised within the boundaries of a single state, the product 
of one manufacturer, imitation of the trade-name by competitors in this 
state will be enjoined as unfair competition. The fact that in other 
states other manufacturers are making authorized use of this trade- 
name does not make the name public property in this state. 
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4. Unrair CoMPETITION DEFENSES. 

It is no defense to an action for unfair competition, that the de- 
fendant’s goods are of practically identical composition and excellence 
with those of the plaintiff. The defendant has no right to divert trade 
intended for the plaintiff. 

Decree in favor of the plaintiff in each of the three cases, 
in the superior court, Bristol county. Affirmed. 
A. G. Weeks, of Fall River, Mass., for plaintiff. 
Frank A. Pease and L,. Elmer Wood, both of Fall River, 
Mass., for defendants. 


Dr Courcy, ].—The plaintiff is engaged in the business of 
manufacturing and selling a certain bleaching and cleansing 
fluid, named by it and its predecessors, in title ““Kormon Water” 
(in the French language “Eau de Kormon’”). The recipe for 
making this fluid was brought to Fall River in the spring of 1897 
by Francis Cormond, of Montreal, Canada. In partnership with 
one Maynard he made and sold it in Fall River and vicinity under 
the name of “Cormond Water.” In August, 1897, one Adam 
succeeded Cormond in the partnership and received from him 
a writing purporting to transfer all his title and interest in the 
recipe in the state of Massachusetts, with the exclusive power to 
manufacture and sell the Cormond Water in this state, but not 
elsewhere. On the same date he made a similar agreement with 
other parties for Rhode Island. Maynard and Adam continued 
to manufacture and sell the fluid and in 1897 registered in the 
office of the secretary of the commonwealth a trade-mark applic- 
able thereto, the essential features of which are the words ‘“Kor- 
mon Water” (in the French language “Eau de Kormon’”’), to- 
gether with the picture of a shield, which is like that appearing on 
the red label hereinafter referred to. The business of Maynard 
and Adam, including the formula or recipe for making said fluid, 
and their rights in the alleged trade-names and trade-marks so 
far as they could be transferred, is now owned by the plaintiff, 
and has been continuously carried on in Fall River. 

As already indicated the plaintiff did not acquire the exclu- 
sive right to manufacture and sell washing fluid made according 
to the Cormond recipe. It further appears that for some years 
cleansing and bleaching fluid has been sold in New England 
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under the name of Cormond, Cormon and Eau de Cormond (but 
not Kormon) by many different dealers independently of any 
of the parties in these cases. If for no other reason the plain- 
tiffs have no technical trade-mark, as that in its very nature is 
an exclusive right, indicating the source of the goods to which 
it is attached. George G. Fox Co. v. Glynn, 191 Mass., 344, 352, 
78 N. E., 89, 9 L. R. A., (N.S.) 1096, 114 Am. St. Rep., 619; 
G. W. Cole Co. v. American Cement & Oil Co., 130 Fed., 703, 65 
i. 4. Pia, 106. 

The trial judge has found that since the early part of 1898 
the only label used by the plaintiff and its predecessors is one that 
is red in color and distinctive in design, like the copy attached to 
the report; and also that the name “Kormon Water” (and “Eau 
de Kormon’’), in connection with said red label, has become and 
is identified by the trade and by the public with the cleansing 
and bleaching water manufactured and sold by the complainant 
and its predecessors in the same business. He also specifically 
found that the paintiff has a valid trade-name in the words ‘“‘Kor- 
mon Water”; and in the absence of the evidence we must accept 
this finding as true. Unlike the case of a trade-mark, it is not es- 
sential that the plaintiff have a right to the trade-name to the 
exclusion of others everywhere, in order to prevent the defendants 
from using it in the market which the plaintiff has created. 
Cohen v. Nagle, 190 Mass., 4, 76 N. E., 276, 2 L. R. A., (N. S.) 
964, 5 Ann. Cas., 553; Sartor v. Schaden, 125 Iowa, 696, 1o1 N. 
W., 511; 18 Ann. Cas., 459, note. And although others, who are 
not parties in these cases, may have some rights in the use in 
other localities of the names “Cormond,” “Cormon,” “Kormon” 
(and “Eau de Cormond”’), which on the findings are idem sonans, 
these defendants have shown no right to use any of them. So 
far as appears the name Cormond, in a secondary meaning, has 
not become public property. On the record the defendants are 
mere infringers, and it does not concern them what the legal 
rights of the plaintiff are as against Francis Cormond and persons 
claiming under him. Viano v. Baccigalupo, 183 Mass., 160, 67 
N. E., 641. See R. J. Reynolds Tobacco Co. v. Allen Bros. To- 
bacco Co., (C. C.) 151 Fed., 819. 

In addition to the trade-name, the plaintiff and its predeces- 
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sors for many years have used also the red label already referred 
to, which is readily distinguished by its color, design and other 
elements combined. By means of the quality of its washing fluid, 
and its enterprise in advertising the same, the plaintiff apparently 
has won from the people of Fall River and vicinity a favorable 
reputation for its goods, and has acquired an increasing patronage 
of habitual customers. The valuable good will of its business is 
intimately associated with its trade-name and label. On the broad 
ground of unfair competition the defendants have no right to 
manufacture and sell washing fluid in packages similar in appear- 
ance to those used by the plaintiff, and with like trade-names, and 
labels simulating those of the plaintiff in color, design and read- 
ing matter. Liebig Extract of Meat Co. v. Walker, (C.C.) 115 
Fed., 822. They will not be permitted to use a name and label 
so closely resembling the plaintiff’s that ordinary purchasers, 
giving such attention as they usually do in buying this class of 
goods, are likely to mistake their goods for those of the plaintiff. 
They cannot, in effect, represent that the washing fluid they 
manufacture is the familiar article of the plaintiff, and thereby 
sell their goods on the reputation which it has established in the 
market. The findings of the trial judge show a flagrant violation 
of the plaintiff’s rights in the case at bar. Each of the defendants 
has adopted and used a label that is almost an exact copy of the 
plaintiff's ; and they have done so “for the purpose of leading the 
public to believe that the goods so labeled were manufactured 
by the complainant and its predecessors.”’ It is apparent from the 
exhibits in the record that the average purchaser, having in mem- 
ory the general impression of the plaintiff’s label, and buying 
with ordinary caution, is likely to be misled by these imitations. 
Fairbanks Co. v. R. W. Bell Mfg. Co., 77 Fed., 869, 23 C. C. A., 
554; New England Awl Co. v. Marlborough Awl Co., 168 Mass., 
154, 46 N. E., 386, 60 Am St. Rep., 377; American, etc., Watch 
Co. v. U. S. Watch Co., 173 Mass., 85, 53 N. E., 141, 43 L. R. A., 
826, 73 Am. St. Rep., 263; C. A. Briggs Co. v. National Wafer 
Co., 215 Mass., 100, 102 N. E., 87, Ann. Cas., 1914C, 926 [Re- 
porter, vol. 3, p. 323]. 

Obviously it is no defense that the fluid made by the defend- 
ants is “of practically identical composition and excellence” with 
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that of the plaintiff. They have no right to divert the trade in- 
tended for the plaintiff, and incidentally to deceive the public. 
Pillsbury v. Pillsbury-Washburn Flour Mills Co., 64 Fed., 841, 
12C.C.A., 432; Scriven v. North, 134 Fed., 336, 67 C. C..A., 348. 
The failure of the plaintiff to object earlier to the manufacture 
and sale of the water by the defendants, and its temporary ac- 
quiescence while litigation was pending as to the ownership of its 
trade-mark, do not establish an abandonment or waiver of its 
rights ; and the defendants have not acted on the faith of its non- 
interference in a way to give rise to equities in their favor based 
on estoppel. Noera vy. Williams Manuf. Co., 158 Mass., 110, 32 
N. E., 1037; Reading Stove Works v. S. M. Howes Co., 201 
Mass., 437, 87 N. E., 751, 21 L. R. A., (N. S.) 979; Nelson v. 
Winchell, 203 Mass., 75, 89 N. E., 180, 23 L. R. A., (N.S.) 1150. 

We do not deem it necessary to consider whether the regis- 
tration of the trade-name and label conferred upon the plaintiff 
any new or greater rights than those to which it was entitled at 
common law. In each case the plaintiff is entitled to a decree en- 
joining the defendants from manufacturing or selling cleansing 
or bleaching fluid under the name of “Kormon Water,” ‘“Cor- 
mond Water,” “Cormon Water,” “Eau de Kormon,” “Eau de 
Cormond,” or “Eau de Cormon,” and from putting up for sale or 
selling such fluid in bottles or other receptacles bearing a label so 
closely resembling that used and registered by the plaintiff and 
its predecessors in title as to be mistaken for it by the ordinary 
purchaser; and the cases are to be sent to a master to find and 
report what profits and damages, if any, the plaintiff is entitled to. 
Regis v. Jaynes, etc., 191 Mass., 245, 77 N. E., 774; Forster Mfg. 
Co. v. Cutter-Tower Co., 215 Mass,, 136, 101 N. E., 1083, | Re- 
porter, vol. 3. p. 3341. 


Decree accordingly, with costs. 
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THE TRADE-MARK REPORTER 
C. H. BatcHeLper & Co., INc. v. BATCHELDER 
BATCHELDER V. C. H. BATCHELDER & Co., INC. 
(107 Northeastern Reporter, 455.) 
Suffolk, December 31, 1914. 


. CorporATE NAME—RIGHT OF PURCHASER OF BUSINESS. 

The right of a corporation to use the name of an individual, given 
to it upon its organization, is limited to the corporation itself and does 
not pass to the purchaser at a receiver’s sale. 

INpIvipUAL NAME—UNAUTHORIZED USE By CORPORATION. 

The unauthorized use of the name of an individual by a corpora- 
tion organized under the same name to take over the business of an 
insolvent corporation, is a violation of the Massachusetts statute and 
will be enjoined. 

UnrFair Competition—UseE or FAmMity NAME. 

One who carries on business under his own name is not liable 
for unfair competition to a corporation which succeeded by pur- 
chase from the receiver to the business of a corporation formerly bear- 
ing his name, so long as he does not in any way hold himself out as 
the old corporation or its successor. 


In Equity. Cross-actions. On appeal from the superior 
court, Suffolk county. 


«4 


Whipple, Sears & Ogden, of Boston (Ralph E. Tibbetts, of 
Boston, of counsel), for C. H. Batchelder & Co., Inc. 
Hutchins & Wheeler, of Boston, for Chas. H. Batchelder. 


BrALEY, J.—A corporation chartered as the C. H. Batchel- 
der Company was organized by Charles H. Batchelder, hereafter 
referred to as the defendant, to take over and carry on the busi- 
ness conducted by him under the same name. Its capital stock 
was divided into preferred and common shares, although no part 


of the preferred stock ever was issued. The vote of the board 


of directors to take over the business and to assume all outstand- 
ing liabilities, followed by his acceptance and receipt of the entire 
common stock of the company in payment, operated as a transfer 
and sale of the personal property therein enumerated. The pre- 
siding judge having found upon evidence not reported that the 
vendor also intended as part of the consideration to include the 
good will, the corporation succeeded to a going commercial enter- 
prise, with a recognized line of patronage, as if the transfer had 
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been effected by a formal bill of sale. Tufts v. Plymouth Gold 
Mining Co., 14 Allen, 407; Beacon Trust Co. v. Souther, 183 
Mass., 413, 67 N. E., 345. 

In less than two years the corporation passed into the hands 
of a receiver, who under the decree carried on the business for 
nearly two and a half years more, when he sold the assets includ- 
ing the “business, good will and trade-names of the C. H. 
Batchelder Company.” The purchasers organized the plaintiff 
corporation to which they transferred their purchase and since 
then it has carried on at the old stand business of the same gen- 
eral nature and character as that which formerly had been con- 
ducted by the defendant and the C. H. Batchelder Company. 

After the receiver’s sale, but not before, the defendant, hav- 
ing set up at his dwelling house a similar business of making, re- 
pairing and storing awnings, solicited the patronage of those who 
previously had traded with him or with the former company. As 
a result of the competition the plaintiff, by its bill, asks for in- 
junctive relief, and for an accounting of profits, while in the 
second bill, which is really in the nature of a cross-bill, the de- 
fendant seeks to have the plaintiff restrained from the further use 
of his name and for an accounting of profits er for damages. 

The title acquired by the purchasers at the receiver’s sale, 
which was confirmed by the court, and of the plaintiff who claims 
under them, is in effect the same as if the corporation had wound 
up its affairs and made the transfer. Tobin v. Vermont Central 
Railway, 185 Mass., 337, 70 N. E., 431; Eastern Structural Co. 
v. Worcester Auditorium Co., 216 Mass., 426, 103 N. E., 913; 
Duplex Printing Press Co. v. Clipper, 213 Pa., 207, 62 Atl., 841. 
And the rights of the parties are commensurate with the scope of 
the defendant’s contract with the company which he organized. A 
sale of the good will imposes upon the vendor an obligation to re- 
frain from doing anything which deprives the buyer of the benefit 
and advantages of the purchase. Foss v. Roby, 195 Mass., 292, 
81 N. E., 199, 10 L. R. A., (N. S.) 1200, 11 Ann. Cas., 571. But if 
a competing business is set up by the vendor, whether an agree- 
ment not to compete, where none has been expressed, is to be im- 
plied, is a question of fact. Old Corner Bookstore v. Upham, 
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194 Mass., 101, 105, 80 N. E., 228, 120 Am. St. Rep., 532. The 
question is before us on the record, which states that this court 
by agreement of parties may draw inferences of fact from the 
findings reported. The purpose of the defendant as the founder 
and organizer of the corporation, over whose affairs as its presi- 
dent and treasurer he exercised unrestricted control until the re- 
ceivership, was plainly to enable him to do business in corporate 
form. The findings of the judge leave no doubt that he treated the 
business as being essentially the same as if it were his own. The 
corporation was his creature or instrumentality and in reality the 
business remained his personal business, which he transacted un- 
der the corporate name. Montgomery v. Forbes, 148 Mass., 249, 
253. 19 N. E., 342; Ginn v. Almy, 212 Mass., 486, 505, 506, 99 
= Ring BIO 

The possibility that the company might become insolvent, or 
the probability that his connection with it might be severed, or 
that it would go out of business, does not appear to have been 
contemplated by the contracting parties. It doubtless is true that if 
by any chance he had retired and the corporation went on, he 
could not have engaged in a similar business where the circum- 
stances as to locality and the sources of trade showed that it 
would be in derogation of his grant. Gordon v. Knott, 199 Mass., 
173, 178, 85 N. E., 184, 19 L. R. A., (N. S.) 762, and cases cited. 

What the parties understood and intended is to be ascertained 
as of the date of the contract. Smith v. Vose & Sons Piano Co., 
194 Mass., 193, 80 N. E., 527,9 L. R. A., (N. S.) 966, 120 Am. 
St. Rep., 539. The assumption that he ever intended to compete 
with himself, or that either he or the directors in any way con- 
sidered whether upon his retirement the business should be sold 
is unwarranted. It is fairly to be inferred that the defendant’s 
implied obligation was never understood or intended to go beyond 
the business life of the corporation, and the contract cannot be 
held as embracing an implied restriction which the parties never 
had in mind. Hansom & Parker v. Wittenberg, 205 Mass., 319, 
327, 328, 91 N. E., 383. The cases of Marshall Engine Co. v. New 
Marshall Engine Co., 203 Mass., 410, 89 N. E., 548, and Myott v. 
Greer, 204 Mass., 389, go N. E., 895, to which the plaintiff refers 
as supporting its contention that the undertaking was unlimited in 
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time and unrestricted as to persons or locality, are upon their 
facts plainly distinguishable. If instead of organizing a corpora- 
tion the defendant had formed a partnership, it is settled that 
when the partnership ended upon a winding up by a receiver each 
partner would have been at liberty to do any kind of business, 
and could solicit customers of the former firm even if its good 
will had been sold by the receiver as part of the partnership assets. 
Hutchinson v. Nay, 183 Mass., 355, 67 N. E., 601; Moore v. Raw- 
son, 185 Mass., 264, 70 N. E., 64; Id., 199 Mass., 493, 85 N. E., 
580. 

We are unable to perceive any distinction in principle. The 
corporation as a business concern ceased to exist, although until 
dissolved it is a technical legal entity. United Zinc Cos. v. Har- 
wood, 216 Mass., 474, 103 N. E., 1037. 

Its winding up with this exception does not differ from the 
winding up of a partnership by a receiver. In either event the 
good will is an asset, which may be sold for the benefit of cred- 
itors, and the purchaser acquires the exclusive right to represent 
himself as the successor in trade of the firm or the corporation. 
Moore v. Rawson, 199 Mass., 493, 85 N. E., 586. 

The plaintiff, without the assent of the defendant and against 


his written protest, has appropriated his name as the principal 


part of its corporate designation. By R. L. c. 72, § 5, “a person 
who carries on business in this commonwealth shall not assume 
or continue to use in his business the name of a person formerly 
connected with him in partnership or the name of any other per- 
son, either alone or in connection with his own or with any other 
name or designation, without the consent in writing of such per- 
son or of his legal representatives.” And under R. L. c. 8, § 5, cl. 
16, the word “person,” as used in our statutes, may be held to in- 
clude a corporation. Lawrence Mfg. Co. v. Lowell Hosiery Mills, 
129 Mass., 325, 37 Am. Rep., 362, St. 1903, c. 437 § 5. 

The definitions referred to in section 1 of chapter 72 do not 
exclude the construction of the word “person” as meaning a cor- 
poration wherever it becomes necessary to give full effect to the 
purpose or spirit of the statute. It is settled that the purchaser 
of the good will of a partnership has no right, without their con- 
sent, to use the name of the former partners in such a way as to 
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indicate that the business is being conducted by those who no 
longer are connected with it. Moore v. Rawson, 199 Mass., 498, 
85 N. E. 586. The purchaser can represent himself as the suc- 
cessor of the old firm, but he cannot hold himself out as being the 
old firm. Lothrop Pub. Co. v. Lothrop, Lee & Shepard, 191 
Mass., 353, 355, 77 N. E., 841, § L. R. A., (N. S.) 1077. 

No substantial difference appears under the statute between 
the successor by purchase of the good will of a partnership and 
of a corporation which has been organized and permanently gone 
out of business under the conditions disclosed in the present case. 

It is further found, that except for the similarity of names 
the public have not been misled ; but as the names and the business 
are similar some confusion has resulted whereby customers in- 
tending to trade with the defendant have purchased of the plain- 
tiff under the impression that he was connected with the com- 
pany. The use of the defendant’s name, having been limited to 
the first corporation, it was not a transferable right or asset which 
the plaintiff could take over and use against his protest. Lodge v. 
Weld, 139 Mass., 499, 2 N. E., 95; Fairfield v. Lowry, 207 Mass., 
352, 93 N. E., 598. It having been distinctly found that the de- 
fendant never has represented his goods as having been made by 
the plaintiff and has informed customers and instructed his em- 
ployes to inform them that he was not in any way connected with 
the plaintiff, and all correspondence received by him, directed to 
it, having been promptly transmitted to the company, he cannot 
be charged with unfair competition. Reading Stove Works v. S. 
M. Howes Co., 201 Mass., 437, 440, 87 N. E., 751, 21 L. R. A.., 
(N. S.) 979; Foster Mfg. Co. v. Cutter Tower Co., 211 Mass., 
219, 97 N. E., 749, [Reporter, vol. 2, p. 168]; C. A. Briggs Co. v. 
National Wafer Co., 215 Mass., 100, 102 N. E., 87, Ann. Cas. 
1914C, 926, [ Reporter, vol. 3, p. 323]. 


The right to use his own name in earning a livelihood should 
not be taken away, and, being under no contractual obligation to 
the plaintiff to refrain from soliciting customers wherever he can 
find them, so long as he does not represent himself as being either 
the C. H. Batchelder Company or the plaintiff corporation, it has 


not made out a case for equitable relief. Gilman v. Hunnewell, 
122 Mass., 139. 
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The result is that in the first case the bill is to be dismissed, 
while in the second case a decree is to be entered awarding an in- 
junction as prayed for and referring the case to a master to assess 
such damages, if any, as the defendant has suffered since the date 
of protest, December 16, 1913. Foss v. Roby, 195 Mass., 292, 298 
81 N. E., 199, 10 L. R. A., (N.S.) 1200, 11 Ann. Cas., 571; Read- 
ing Stove Works v. S. M. Howes Co., 201 Mass., 437, 441, 442, 
87 N. E., 751, 21 L. R. A., (N. S.) 979; Foster Manuf. Co. v. 
Cutter Tower Co., 211 Mass., 219, 223, 97 N. E., 749, [ Reporter, 
vol. 2, p. 168]. 

Ordered accordingly. 


[See Hotel Claridge Co., Inc. v. George Rector, Inc., Reporter, vol. 
4, p. 556.) 


NEW YORK SUPREME COURT 
Le BouTiLLieER Vv. Kosorsky. 


(New York Law Journal, February 4, 1915.) 


Special Term, New York County, February 3, 1915. 


1. UNFAIR COMPETITION—-WRONGFUL UsE or SURNAME. 

The firm of Le Boutiller Bros. carried on a retail trade in New 
York city from 1840 to 1911. The business was then temporarily dis- 
continued, with the intent, however, to resume when business condi- 
tions might warrant. Thereafter one Kosofsky opened a retail store 
under the name of “Boutillier & Co.” Held that such use of the name 
constituted an infringement of the undoubted right of the former firm 
either to resume business or to sell their good will, and was unfair 
competition. 

. UNFAIR COMPETITION. TRADE-NAMES. STATUTORY ProTecTION IN NEW 

York. 

Where the name “Le Boutillier” has become a valuable trade-name 
and one Kosofsky adopts “Boutillier” as a trade-name in the same 
line of business, these names are sufficiently similar to deceive the pub- 
lic, and the owners of the former name are entitled to protection against 
possible injury to personal reputation by injunction under section 
fifty-one of the civil rights law, restraining Kosofsky from using the 
trade-name of his adoption. 


In Equity. On final hearing. 


George W. Bartholomew, of New York, for the plaintiffs. 
David E. Goldfarb, of New York, for the defendant. 
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LEHMAN, J.—The plaintiffs herein are two of the surviving 
partners of the firm of Le Boutillier Bros. The firm of Le Bou- 
tilier Bros. was founded in 1840, and from that date till 1911 
members of the Le Boutillier family have conducted a retail busi- 
ness under that firm name. During those years it advertised some- 
what extensively and built up a trade-name and reputation. In 
1911 the firm discontinued its business, but has never been dis- 
solved, has never sold its good wiil and is still collecting outstand- 
ing accounts. Moreover, the members of the firm have never 
unequivocally abandoned their right to use the firm name in busi- 
ness, but, according to the affidavit presented, expect to resume 
their old business under that firm name as soon as business con- 
ditions warrant. The defendant Kosofsky has, however, in the 
meanwhile adopted the trade-name of Boutillier & Co., under 
which he conducts a retail business, and the plaintiffs have 
brought this action to restrain the defendants from using that 
name, both on the ground that it constitutes an infringement of 
their property right in their trade-name and is a fraud on the pub- 
lic, and also on the ground that the use of the name Boutillier & 
Co. is a violation of section 51 of the civil rights law. It would 
serve no purpose to analyze the affidavits presented for and 
against this motion for an injunction pendente lite. It suffices to 
say that there can be absolutely no doubt but that the defendant 
Kosofsky has adopted the name of Boutillier & Co. with the 
purpose of building up a business reputation founded upon the 
reputation gained by the old firm of Le Boutillier Bros. ; that the 
use of the name was cleverly calculated to deceive the public into 
the belief that the goods sold by Boutillier & Co. are in fact sold 
by the old firm of Le Boutillier Bros., and that the use of that 
name has resulted in confusion. The attorney for the defendant 
has well recognized his duty as an officer of court and makes no 
attempt to justify the acts of his client on any specious grounds 
or to confuse the issues in any way, but properly presents the 
matter to the court solely upon the question of law, viz., can a 
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court of equity under such circumstances issue an injunction 
pendente lite? ‘The question thus presented is somewhat novel, 
but, in my opinion, a mere statement of the facts necessarily leads 
to the conclusion that equity has such power, and, having such 
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power, must exercise it in the interests of the plaintiffs and the 
public. If the firm of Le Boutillier Bros. were now engaged in 
the retail business there couid, of course, be no question but that 
any unfair competition with them would be restrained. While 
they are not now in business, the firm is still in existence and has 
a right either to go back into business or to sell such good will as 
they still have. This good will, including the right to use a trade- 
name, is a property right, and is a property right which the de- 
fendant has inferentially recognized is of value by attempting to 
take it for his own benefit. Such an act, if successful, necessarily 
will not only injure the plaintiff’s property rights, but defraud the 
public. Consequently every element necessary to the assumption 
of jurisdiction by equity is present, and it certainly can require no 
citation that equity must act promptly when these facts appear 
undisputed and interpose its mandate for the protection of the 
plaintiffs and the public. I have not in this connection considered 
the question as to whether two partners of a firm without joining 
the third party can sue in equity for the protection of a trade-name 
which belongs to the firm, for no such objection has been raised 
by the defendants. Conceding, however, for the moment that 
such an objection would be good if properly raised, or that for any 
other reason equity should not at this time interpose for the pro- 
tection of the trade-name, I would then hold unhesitatingly that 
these plaintiffs are entitled to an injunction under section 51 of 
the Civil Rights Law. I recognize that the object of the statute is 
to give the individual the right to protect his own name and repu- 
tation, aside from any property right in a trade-name or reputa- 
tion, for which the ordinary rules of law and equity give full pro- 
tection, aside from any statute. I also recognize that the name 
“Boutillier” used by the defendant is not exactly the name of 
either of these plaintiffs. The word “name” in the statute cer- 
tainly means such name as will serve to identify a particular per- 
son, and the use of a name which is neither fully nor exactly the 
name of a particular person, yet is sufficient to reasonably identify 
that person, is, I think, forbidden by any reasonable construction 
of the statute. The name “Boutillier” as used by the defendant 
is intended and calculated to lead the public to believe that those 
members of the Le Boutillier family who were members of the 
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firm of Le Boutillier Bros. are connected with the defendant’s 
business, and even if these persons have no property right in the 
firm name, a use of that name so identifying them without their 
permission for purposes of trade may work a grave injury to their 
personal reputation and should be enjoined. It follows that an in- 
junction against the use of such name should be granted against 
Kosofsky. So far as the defendant Salomon is concerned, it ap- 
pears that he was merely running a department in the store known 
as Boutillier & Co.; had no part in the choice of that name, and 
discontinued all connection with the business before the action 
was commenced. No injunction shall therefore issue against him. 


OnEIDA ComMuNITY, Lp. v. ONEIDA GAME TRAP Co., INc. 


(150 New York Supp., 918). 


Special Term, Madison County, December 31, 1914. 


1. UNFAIR CoMPETITION—GEOGRAPHICAL TERM. 

Although the plaintiff had manufactured game traps for many 
years in Oneida, and had made that town the center of the animal trap 
industry in the United States, another trap manufacturer has the legal 
right to settle there, adopt the name “Oneida Game Trap Company,” 
manufacture traps resembling those of the former concern in size 
and structure, and to advertise his product by showing cuts thereof and 
by mentioning the place of origin of his goods and his corporate name. 
Fraudulent motives cannot be imputed to this manufacturer for the 
acts mentioned 

. TEN YEAR MARK—INFRINGEMENT. 

Where the Oneida Community, Limited, had registered its name 
as a trade-mark under the ten year clause, and stamped this mark on 
the pans of its traps, the Oneida Game Trap Company was enjoined 
from stamping its corporate name on the pans of its traps. However, 
the defendant may stamp its name anywhere on its traps except upon 
the pans thereof, without injury to the plaintiff’s rights. 

. Ten YEAR MARK—INFRINGEMENT. 

The Oneida Community, Limited, having registered its name under 
the ten year clause, sought to enjoin the Oneida Game Trap Company 
from stamping its address, Oneida, New York, upon its goods. Injunc- 
tion refused, it being against public policy to deny a manufacturer the 
right to indicate the place of origin of his goods. 

. TRADE-MArKS—INFRINGEMENT—DA MAGES. 

In an action for unfair competition and trade-mark infringement, 
where colorable imitation of the trade-mark was proven but fraudulent 
intent was not shown, no damages were awarded. 


In Equity. On final hearing. 
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Harry D. Nims, of New York City, and Charles R. Coville, 
of Oneida, for plaintiff. 
Thomas A. Devereux, of Oneida, for defendant. 


KILEY, J]. —The parties to this action are domestic corpora- 


tions, engaged in the manufacture and sale of game traps. 

The plaintiff commenced its settlement, which was the fore- 
runner of its present development, in 1848. The people primarily 
constituting the settlement called themselves the “Oneida Associa- 
tion” ; later it was changed to “Oneida Community”; and in 1880 
the present name “Oneida Community, Limited,” was adopted and 
has since remained its corporate name. Under the United States 
statutes governing the registration of trade-marks, and what is 
commonly known as the “ten year clause” of that law, reading 
as follows: 


“And provided further, that nothing herein shall prevent the registra 
tion of any mark used by the applicant or his predecessors, or by those 
from whom title to the mark is derived, in commerce with foreign nations 
or among the several states or with Indian tribes which was in actual 
and exclusive use as a trade-mark of the applicant, or his predecessors 
from whom he derived title, for ten years next preceding February 20, 
1905.” 

plaintiff on March 5, 1907, had its corporate name registered 
as a trade-mark. The plaintiff has manufactured its traps largely 
at Sherill, Oneida county, N. Y., and Niagara Falls, Canada. 
Plaintiff’s office address is Kenwood, Madison county, N. Y. 
The manufacturing plant of the piaintiff is only a short distance 
from the city of Oneida, N. Y., and has occupied its present lo- 
cation for 50 years or over. 

The plaintiff is now, and for some years has been, manu- 
facturing and selling the following brands of traps: “Victor,” 
“Newhouse,” “Hawley & Norton,” “Oneida Jump,” and others 
less prominently known. All of these, and most of the others 
manufactured, have the brands and printed matter stamped 
upon the pans. 

The defendant was organized as “Oneida Game Trap Com- 
pany, Incorporated,” in March, 1913, and located at Oneida 
Madison county, N. Y. So far its manufacture and sale has been 
confined to one trap, “Triumph.” This trap in size, shape, and 
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general appearance resembles plaintiff’s trap “Victor No. 1,” and 
it appears from the evidence that this trap of defendant will com- 
pete with the plaintiff's trap “Victor” in this regard, viz., by 
reason of the similarity of these features in the two traps. Plain- 
tiff’s trap “Victor” has stamped upon the pan “Victor” letter “V” 
cut in the center of the pan, and “Oneida Community, N. Y.,” 
stamped along the edge of the pan. The pan is circular in form. 
The defendant’s trap “Triumph No. 1” also has circular pan, and 
stamped on the pan, “Oneida Game Trap Company Inc.,” along 
the edge of the pan “Triumph No. 1,” with two holes punched in 
the pan, under the corporate name above given, and opposite to 
said corporate name and along the opposite edge of the pan is 
stamped its address, “Oneida, N. Y.” 

The plaintiff alleges substantially two causes of action in its 
complaint: Unfair competition; and that defendant has adopted 
a colorable imitation of its trade-mark under the federal statute 
known as the “ten-year clause” of the trade-mark statute—in 
effect, has infringed upon its trade-mark. The relief sought by 
plaintiff is an injunction providing that the defendant shall not 
use the word “Oneida” upon its trap in any manner whatsoever, 
calculated to mislead or deceive the public, or cause the 
public to assume that the defendant is the plaintiff. This 
is the general form of injunction when plaintiff succeeds in this 
class of cases. It leaves the defendant to guess what he, she, or 
it can do and not be again subject to litigation or punishment for 
contempt. The form proposed does not find favor with me. I 
will not follow it but will try and decide what the parties can do 
as well as what they cannot do. The parties here have rights 
which should be fixed, beyond cavil, in the final judgment of some 
court, trial or appellate. The plaintiff was in the field a long time 
before the defendant ; but that fact does not entitle the plaintiff to 
complain of the defendant, in the exercise of several rights 
which, as a live-going concern, it possesses. 


The defendant has a legal right to use the corporate name it 
has adopted. No judgment of any court can compel it to change 
that name. It had a right to locate its factory and business at 
Oneida, N. Y., and a court cannot adjudge otherwise. It in- 
fringes upon no patent rights of the plaintiff, and thus calls for 
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no judicial interference. It has the right to manufacture and sell 
its “Triumph” trap, as it is now doing, without let or hindrance, 
inscription upon pan, not here considered part of that operation. 
It has the right to put them up in the packages now used for 
shipment, as it is now doing, to address such packages as the evi- 
dence shows it now does address them, and to ship them from any 
shipping point that suits its convenience. It may send its mail 
matter, descriptive of its trap, through the mails from Oneida, 
N. Y., and may receive incoming mail intended for it without fear 
of violating any rule of law, statute, or the principle laid down 
by any adjudicated case. That it may advertise its trap in any 
publication it chooses, with the descriptive matter, “Game Trap,” 
“Triumph,” manufactured by the “Oneida Game Trap Co.” at 
Oneida, N. Y., with a cut of its traps, will scarcely be denied by 
the plaintiff. It will not be contended that the defendant’s trap, 
as now made up and inscribed, will deceive the jobber, the retailer, 
or the experienced trapper. 

The foregoing elimination of questions not contested suggests 
the consideration of just what the plaintiff contends is an infrac- 
tion of the right and proper rule of conduct on the part of the de- 
fendant. The plaintiff has its trade-mark properly registered, 
viz., “Oneida Community, Limited,” and urges that the defendant 
has violated section 16 of the trade-mark registration statute, 
which reads as follows: 


That “the registration of a trade-mark under the provisions of this 
act shall be prima facie evidence of ownership. Any person who shall, 
without the consent of the owner thereof, reproduce, counterfeit, copy, 
or colorably imitate any such trade-mark and affix the same to merchandise 
of substantially the same descriptive properties as those set forth in the 
registration, or to labels, signs, prints, packages, wrappers, or receptacles 
intended to be used upon or in connection with the sale of merchandise 
of substantially the same descriptive properties as those set forth in such 
registration, and shall use, or shall have used, such reproduction, counter- 
feit, copy, or colorable imitation in commerce among the several states, 
or with foreign nations, or with the Indian tribes, shall be liable to an 
action,” etc. (U.S. Comp. St. 1913, § 9501.) 


in adopting and putting upon the pans of its traps its corporate 
name “Oneida Game Trap Co., Inc”; that this is a colorable imi- 
tation of plaintiff's trade-mark “Oneida Community, Limited” ; 


that by reason thereof the defendant is enabled to carry on an 
unfair competition with plaintiff in the sale of an article of the 
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same kind and description ; that amateurs and boy trappers, hav- 
ing seen and heard of plaintiff's traps, and having become familiar 
with the word ‘“‘Oneida”’ as used by it, can be easily confused 
and deceived by dishonest and unscrupulous traders and retailers, 
and furnished with defendant’s trap, when in truth and in fact 
they (the purchasers above referred to) wanted plaintiff’s trap. 
Defendant contends that no such cause for confusion exists, and 
that there is no colorable imitation of plaintiff’s trade-mark had 
or intended by the use of its corporate name upon its trap. De- 
fendant urges that it has taken all reasonably required precaution 
to prevent confusion or mistake, and that no cause for complaint 
exists. 

The plaintiff urges, and with great force and ability, that the 
acts of defendant in adopting its corporate name, in locating at 
Oneida, N. Y., and in putting the inscription that it did on the 
pan of its trap, show it had in mind the sinister and fraudulent 
motive to deceive and confuse the public into thinking that de- 
fendant’s trap was manufactured by the plaintiff. In replying to 
this charge the defendant says they located at Oneida for several 
reasons, and point to the letter sent out to the trade, announcing 
that they were a new firm; that all of its reasons were proper ; and 
that none of them can be made the basis for a claim of unfair 
competition. I do not think the defendant can be charged with 
actual fraud. Indeed, I think that defendant, in locating its 
factory at Oneida, could and did act on the considerations ad- 
vanced by it, and that it had a right to consider further, in select- 
ing a place for the location of its business and factory, the vicin- 
ity, which was and is the great trap center of the world. It ap- 
peared. upon the trial and argument had during the trial that 
plaintiff manufactures 92 per cent of the traps of the world and 
So per cent of the traps of the United States. That it has no 
prescriptive right to that vicinity, as such, will not be seriously 
denied. 

It is further urged by plaintiff, and not denied by defend- 
ant, that its agent, in a conversation after the suit had been com- 


menced, said defendant had won the suit brought against it by 
plaintiff. The papers disclose that plaintiff asked for a tempor- 


ary injunction at the time the action was brought. It was de- 
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nied that relief, and a layman may well have said, in passing, 
that defendant had won and could sell its traps. 


These observations we make in considering the proposition 


of plaintiff that defendant’s corporate name stamped upon the 
pan of its trap is an infringement of plaintiff's trade-mark rights 
in that it is a colorable imitation thereof and liable to deceive 
and confuse the unwary buyer. To uphold this contention it is 
not necessary to find defendant acted fraudulently or with evil 
intent. If the same result follows in either case, like damage 
will ensue. The removal of liability to injure is the relief sought. 
This doctrine seems to be upheld in 7. A. Vulcan v. Myers et al., 
139 N. Y., 364, 34 N. E., go4. 

The word “Oneida,” in its geographical sense, is not sub- 
ject to appropriation for a trade-mark, but under the ten-year 
clause of the trade-mark registration statute may acquire by con- 
stant use, in connection with other words and phrases, a second- 
ary meaning and significance for the article or commodity to 
which it is affixed. That is the sense in which plaintiff seeks 
to have it considered here. I am so considering it in an effort 
to solve the issue raised by plaintiff's claim of unfair competition. 

In Fischer et al. v. Blank, 138 N. Y., 252, 33 N. E., 1041, 
the court lays down a rule which appeals to me as fair, when the 
similarity of colorable imitation of a trade-mark is the question 
presented. 


“The true test, we think, is whether the resemblance is such that it 
is calculated to deceive and does in fact deceive the ordinary buyer 
making his purchases under the ordinary conditions which prevail in the 
conduct of the particular traffic to which the controversy relates.” 

[he word “calculate” is not used in the consideration of this 
evidence as a planning, organizing, thinking out, or devising, on 
the part of the defendant, an inscription, word, or name with 
intention to deceive, but rather the inherent properties of such 
name or inscription are such that in and of themselves, to the in- 
nocently concerned, they may confuse or deceive. The idea 
which I wish to convey is illustrated in Words and Phrases, vol. 
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I, p. 943, citing Smallwood v. Commonwealth (Ky.), 40 S. W., 
248. Hence | find there was not even constructive fraud here 
that can be imputed to the thought or design of the defendant. 

I do not understand that it is necessary to find fraudulent 
intent on the part of defendant. In Colman v. Crump, 70 N. Y. 
537, the Court says: 

_ “Neither is it necessary to establish a guilty knowledge or fraudulent 
intent on the part of the wrongdoer. It is sufficient that the proprietary 
right of the party and its actual infringement is shown.” 

It is obvious from the evidence and an inspection of the ex- 
hibits that the defendant set out to make a trap that would com 
pete with plaintiff’s trap “Victor.” It intended to use every 
means available to accomplish that purpose and not do violence 
to any rule of law of equity. It had a right to do so. The ques 
tion, so far as its corporate name is involved, is: Did it get too 
close? In its effort to hew close to the line, and without any in- 
tention of cutting through, did it go too far? Following the 
general trend of the holding in Davids Co. v. Davids et al., 233 U. 
S., 461, 34 Sup. Ct., 648, 58 L. Ed., 1046, | Reporter, vol. 4, P. 
i75|, United States court, October term, 1913, decided April 2 
1914, opinion by Mr. Justice Hughes, it must be held that it ee: 
that in this way “Oneida Game Trap Co., Inc.,” is a colorable 
imitation of plaintiff’s trade-mark “Oneida Community, Lim- 
ited,” but only so by reason of its stamping on the pan. The 
phrase or wording in its setting, upon the round pan, taken to- 
gether, effects the violation. Defendant can not use it in that 
connection. McLean v. Fleming, 96 U. S., 245, 24 L. Ed., 828. 

“Much must depend, in every case, upon the appearance and special 
characteristics of the entire device; but it is safe to declare, as a general 
rule, that exact similitude is not required to constitute an infringement 
or to entitle the complaining party to protection. If the form, marks, 
contents, words, or the special arrangement of the same, or the general 
appearance of the alleged infringer’s device, is such as would be likely 
to mislead one in the ordinary course of purchasing the goods, and induce 
him to suppose that he was purchasing the genuine article, then the 
similitude is such as entitles the injured party to equitable protection, if 


he takes seasonable measures to assert his rights, and to prevent their 
continued invasion.” 


The defendant can stamp its corporate name on any other 


part of its trap and not offend against the terms of the injunc- 
tion herein granted. 
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The plaintiff contends that the address of the defendant, 
“Oneida, N. Y.,” stamped upon the pan of its traps, is an in- 


vasion of its (plaintiff’s) rights in all of the particulars urged 
against the use of defendant’s corporate name. To indulge the 
plaintiff in this regard would be to say to the world no one can 
make traps at Oneida or in its vicinity and put their address on 
their traps. It would give the plaintiff a much greater monopoly 
than it now enjoys. It would stretch the arm of the law be- 
yond even present conception. It would make even the careless 
and indifferent come to plaintiff’s trap bin by force of law. 
Such a holding would be against public policy and against right. 
The idea here sought to be expressed is much better expressed 
in Allen B. Wrisley Co. v. lowa Soap Co. et al., 122 Fed., 798, 
59 C. C. A., 54, of opinion, where the Court says: 


“The duty is imposed upon every manufacturer or vendor to so 
distinguish the article he makes or the goods he sells from those of his 
rival that neither its name nor its dress will probably deceive the publi 
or mislead the common buyer. He is not, however, required to insur: 
to the negligent or the indifferent a knowledge of the manufacture 01 
the ownership of the articles he presents. His competitor has no better 
right to a monopoly of the trade of the careless and indifferent than he 
has, and any rule of law which would insure it to either would foster a 
competition as unfair and unjust as that promoted by the sale of the 
goods of one manufacturer as those of another.” 


Mr. Justice Hughes says in the Davids case before cited: 


“It is not to be supposed that congress intended to prevent one from 
using his own name in trade or from making appropriate reference to 
the town or city in which his place of business is located.” 

Congress never will pass a law that will prevent the manu- 
facturer from putting the address of his place of business upon 
his commodity, unless coupled with fraudulent intent or pur- 
pose. 

Even in the Stone Ale case (English), a classic, and long 
the harbor of complainers, it is said: “He may mention on any 
ale that he makes that the ale is brewed at Stone.” So here the 
defendant may say that his trap is made at Oneida, N. Y., and 
may stamp it on the pan of the trap. 
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Under the rule laid down in N. Y. & R. Cement Co. v. Co- 
play Cement Co., (C. C.) 45 Fed., 212, it would seem that the 
words “Oneida Trap” could be used by defendant. That is not 
held here. The principle is intensified by an examination of 
Gage-Downs Co. v. Featherbone Corset Co., (C. C.) 83 Fed., 
213. In the latter case it is held that “Chicago waists” cannot 
be used in California to compete against “Chicago waists’ used 
in Chicago. To be specific, the plaintiff is entitled to an injunc- 
tion restraining the defendant from the use of its corporate name, 
as now made up, on the pan of its trap; it may place its corporate 
name upon any other part of its trap. It may stamp upon the 
pan of its trap its address, coupled with other words, substantially 
as follows: 


Game Traps, 
pya is 
Priumph 

No. 1 

Manufactured 

at 

Oneida, N. Y. 


{t may insert any of its brands in place of “Triumph.” | 
find the address on the trap is necessary to this defendant. 
Without it the trapper, far afield, would not know who was the 
maker of the trap. 

The plaintiff asks for damages and accounting. The ques- 
tion of damages was left open for future consideration, but, if 
this decision is correct, I do not see how any damages can be 
estimated. Damage is allowed when intentional fraud is found. 
N. K. Fairbank v. Windsor, 124 Fed., 200, 61 C. C. A., 233. No 
fraud is found here. The only evidence that defendant’s article 
would be taken for plaintiff's was created for the occasion, and 
not improperly, but, when one of plaintiff's agents held up a Vic- 
tor Trap and asked for one like it, he sometimes got a Triumph, 
which is very much like it. That was what plaintiff wanted to 
occur. Such evidence is not a foundation for damages. 

The prayer of the complaint in that regard is denied, but I 
will entertain a motion to modify the judgment so as to allow 
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a reference on cause shown. As neither party has maintained its 
contention in this case, judgment is without costs to either as 
against the other. 


NORTH CAROLINA SUPREME COURT 


ZAGIER V. ZAGIER. 


(83 Southeastern Reporter, 913.) 
December 23, 1914 


. UNFAIR COMPETITION—SURNAMES AS TRADE-NAMES. 

A contract by which one deprives himself of the use of his surname 

in a given business, is valid and enforceable. 
. UNFAIR COMPETITION—PLEADING. 

A complaint that sets forth, first, an agreement made by the de- 
fendant with the plaintiff for a valuable consideration, not to use his 
surname as a trade-name in competition with the plaintiff, and second, 
a violation of such agreement to the plaintiff’s damage, is not demurr- 
able for failure to state a good cause of action. 


In Equity. On final hearing. 


Hayes & Gudger, of Asheville, N. C., for appellant. 
Jones & Williams, of Asheville, N. C., for appellees. 


Hoke, J.—It is recognized in this jurisdiction, and the 
position is in accord with authority very generally prevailing, that 
a man has the right to use his own name in connection with his 
business, provided he does so honestly, and does not resort 


to unfair methods by which he wrongfully encroaches upon 
another’s rights or commits a fraud upon the public. Bingham 
School v. Gray, 122 N. C., 699, 30 S. E., 304, 41 L. R. A., 243; 
Howe Scale Co. v. Wyckoff et al., 198 U. S., 118, 25 Sup. Ct., 
609, 49 L. Ed., 972; McLean v. Fleming, 96 U. S., 245, 24 L. Ed., 
828; Blanchard Co. v. Simon et al., 104 Va., 209, 51 S. E., 222; 


, 


Hazelton Boiler Co. v. Hazelton Co., 142 Ill., 494, 30 N. E., 339. 
In Bingham’s Case, supra, it was held: 


“As a rule, a trade-mark cannot be taken in a surname, and any one 


having the same surname as that under which a business has been long 
and successfully conducted by another, so as to acquire a reputation there- 
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for, can conduct a like business under the same name, provided there be 
no intent to injure or fraudulently attract the benefit of the good nam« 


and reputation previously acquired by the other.” 
In the Howe Scale Co. case, supra, it was said: 


“Every man has the right to use his name reasonably and honestly in 
every way, whether in a firm or corporation; nor is a person obliged to 
abandon the use of his name or to unreasonably restrict it. It is not the 


use, but dishonesty in the use, of the name, that is condemned,” etc. 


And it is also well established that one may, by contract, 
conclude himself from the use of his own name in a given busi- 
ness, and the agreement will be enforced by the courts. Ranft 
v. Reimers, 200 IIl., 386, 65 N. E., 720, 60 L. R. A., 291; Frazer 
v. Frazer Lubricator Co., 121 Ill., 147, 13 N. E., 639, 2 Am. St. 
Rep. 73; Russia Cement Co. v. Le Page, 147 Mass. 206, 17 N. 


/ 


E., 304, 9 Am. St. Rep., 685; Hall Safe & Lock Co. v. Herring- 
Hall, etc., Safe Co., 143 Fed., 231-237, 74 C. C. A., 361. 

A very satisfactory statement in reference to both positions 
will be found in Russia Cement Co. v. Le Page, opinion by 
Devens, judge, as follows: 


“A person cannot make a trade-mark of his own name, and thus debar 
another having the same name from using it in his business, if he does so 
honestly, and without any intention to appropriate wrongfully the good 
will of a business already established by others of the name. Every one 
has the absolute right to use his own name honestly in his own business 
for the purpose of advertising it, even though he may thereby incidentally 
interfere with and injure the business of another having the same name. 
In such case the inconvenience or loss to which those having a common 
right to it are subjected is damnum absque injuria. But although he may 
thus use his name, he cannot resort to any artifice or do any act calcu- 
lated to mislead the public as to the identity of the business, firm, or es- 
tablishment, or of the article produced by them, and thus produce injury 
to the other beyond that which results from the similarity of name. Hollo- 
way v. Holloway, 13 Beav., 200; Meneely v. Meneely, 62 N. Y., 427, 20 Am. 
Rep., 489; Gilman v. Hunnewell, 122 Mass., 139; Rogers v. Rogers, 33 
Conn., 121 [1 Atl. 807, 5 Atl., 675] 55 Am. Rep., 78. While this is the general 
rule, it is also true that one may so sell or part with the right to use his own 
name as a description or designation of a manufactured article as to de- 
prive himself of the right to use it as such, and confer this right upon 
another. * * * One who has carried on a business under a trade- 
name, and sold a particular article in such a manner, by the use of his 
name as a trade-mark or a trade-name, as to cause the business or the 
article to become known or established in favor under such name, may sell 
or assign such trade-name or trade-mark when he sells the business or 
manufacture, and by such sale or assignment conclude himself from the 
further use of it in a similar way.” 
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On perusal of the record, we are of opinion that a correct 
application of this principle is against the ruling of his honor, 
as the question is now presented. It is true that the original com- 
plaint, filed by plaintiff, based on allegations designed to show 
a dishonest use of defendant’s name, does not seem to bring 


defendant’s conduct under condemnation of the principles first 


stated; but, later and by leave of the court, plaintiff filed what 
is termed an “amended complaint,” making an entire statement of 
his cause of action, and alleging in effect: 

“That defendant, at the time he began to do business in the city of 
Asheville, N. C., entered into an express contract with plaintiff for valuable 
consideration not to do a clothing business in the city of Asheville at any 
time under the name of ‘Zagier.’ (2) That defendant wrongfully began 
his business in the city under the name of ‘Zagier” * * * And that 


plaintiff, engaged in that business, has been thereby greatly wronged and 
damaged, to wit, in the sum of $710,000,” etc. 


On authority, the amended complaint, in the form as now 
presented, has the effect of superseding the first (1 Ency. Pl. & 
Pr., p. 625), and, considering plaintiff’s demand in that aspect, 
he seems to have stated a perfect cause of action, within the 
meaning of the second position, above stated, and the demurrer 
to complaint was improperly sustained. 

This will be certified, that further proceedings may be had in 
accordance with law. 

Reversed. 


TENNESSEE SUPREME COURT 


SANFORD-Day IRON Works Vv. ENTERPRISE FouNDRY & MACHINE 
WorkKs 


(172 Southwestern Reporter 537) 
January 7, 1915. 


. Trape-NAMES—TITLE 
Where the assets of a business are distributed among various pur- 
chasers at a judicial sale, the right to use the trade-name of the con- 
cern passes to no one of these purchasers, unless expressly sold. 
UNFAIR COMPETITION—NAME OF PATENTED ARTICLE. 
Where a patented article was not sold under the generic name 
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used to indicate its distinctive nature, but under the trade-name of 
the makers, at the expiration of the patent only the generic name 
became public property, while the trade-name remained the exclusive 
property of its owners. 

UNFAIR COMPETITION—TRADE-NAMES—UNAUTHORIZED USE. 

Where a trade-name, made valuable by the efforts of its owners, 
has not been abandoned by them, it can not legally be appropriated by 
others without the consent of the owners, or of those to whom 
the owners have transferred their rights in this name. 

. UNFAIR COMPETITION—TRADE-NAMES. 

Where a particular name has acquired value in trade by its owner’s 
efforts, another of that name who has never conducted a like business 
for himself can not give to a third person a right to use this name 
in a business belonging exclusively to the latter. 

UNFAIR COMPETITION—TRADE-N AMES—ADVERTISING. 

The use of another’s trade-name in advertising, though not upon 
the user’s goods, is unfair competition, tending to the sale of the goods 
so advertised as and for those of the owner of the trade-name. 


Certiorari to review a decision of the court of civil appeals, 
reversing a decree in favor of complainant. Reversed. 


Shields & Cates, of Knoxville, and Harr & Burrow, of Bris- 
tol, Tennessee, for Sanford-Day Iron Works. 

C. J. St. John and Powell, Price & Shelton, all of Bristol, 
Tennessee, for Enterprise Foundry & Machine Works 
and others. 


GREEN, J.—This bill was filed to restrain defendant Enter- 
prise Foundry & Machine Works from unfair competition in the 
use of the name “Whitney” as applied to car wheels manu fact- 
ured by it. Complainant, Sanford-Day Iron Works, claimed the 
right to the use of this name in connection with such wheels, 
and sought the protection of this right by its bill. 

Proof was taken, and the chancellor rendered a decree en- 
joining defendant Enterprise Foundry & Machine Works from 
using the name “Whitney,” except in a certain manner set out in 
the decree. The court of civil appeals reversed the chancellor’s 
decree and dismissed the bill. 

A petition for certiorari was filed which has been granted, 
and the case has been heard in this court. 


Criticism is made as to the form of the petition for certior- 
ari, and a motion to dismiss is filed because it is said the peti- 
tion does not sufficiently state the case. The petition is, indeed, 
quite meager, but is attached to a brief, and the brief made part 
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thereof, and the brief contains a full statement of the case. By 


adopting the brief as a part of the petition, we think the petitioner 
has sufficiently complied with the rules of this court as to peti- 
tions for certiorari. This practice, while it may sometimes cause 
inconvenience to the court, nevertheless complies with the statute, 
and we have so far adopted no rule against it. The brief re- 
ferred to and adopted in the petition was an original brief made 
for this court, attached to the petition, and filed therewith. 

In 1847 A. Whitney, of Philadelphia, began the manufacture 
of car wheels. Under the name of “A. Whitney & Sons” and 
the “Whitney Car Wheels Company” this business was continued 
until 1896. After the death of the original A. Whitney the 
foundry was operated by his sons. Asa W. Whitney, a grand- 
son of the original A. Whitney, was employed by this concern 
for a good many years prior to 1896, when its business ceased. 
The said Asa W. Whitney is now in the employ of defendant 
Enterprise Foundry & Machine Works, as will be hereafter 
noted. 

In 1903 the complainant, Sanford-Day Iron Works, operat- 
ing a foundry at Knoxville, desiring to go into the business of 
manufacturing car wheels, and to obtain the services of some one 
familiar with that business got into correspondence with Asa 
W. Whitney. The correspondence resulted in Asa W. Whitney 
coming to Knoxville, and the complainant began the manu fact- 
ure of car wheels, or mining car wheels, under his supervision. 
The first employment of Asa W. Whitney by complainant was 
temporary. 

It seems that the Whitney concerns at Philadelphia, here- 
tofore referred to, had manufactured a very superior wheel, and 
their product enjoyed a valuable reputation in the trade. Mr. 
Sanford, the president of complainant company, learned 
from Asa W. Whitney that the original Whitney concern had 
suspended business, and negotiations were had between Sanford 
and Asa W. Whitney, the precise details of which are now in 
dispute. It resulted that complainant company took up the mat- 
ter with James S. Whitney, of Pennsylvania, who was repre- 
sented to be entitled to the good will of the old Whitney foundry, 
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and to the use of the name “Whitney,” in connection with car 
wheels, and entered into a contract with the said James S. Whit- 
ney for this good will and the use of this trade-name. James S. 
Whitney was the father of Asa W. Whitney. 

This agreement was executed on the 22d day of March, 
1904, and under its terms the Sanford-Day Iron Works acquired 
the good will of “Whitney Car Wheel Works” and “A. Whitney 
& Sons,” and the right to the exclusive use of the names “Whit- 
ney Car Wheel Works,” “A. Whitney & Sons,” and “Whitney,” 
in connection with the foundry or car wheel business. It was 
also provided in this contract that complainant company should 
employ Asa W. Whitney to supervise the manufacture of wheels, 
and to do other things in its plant, at a designated compensation, 
for a period of five years. By the terms of the contract, com- 
plainant company acquired certain equipment belonging to the 
old Whitney concern, a lump sum of money was paid and agreed 
to be paid to James S$. Whitney, and a stipulated royalty, and it 
was further agreed that complainant company might within five 
years from the date of this contract discontinue the royalty, and, 
upon the payment of an additional amount in stock of the com- 
pany, acquire the good will of the Whitney business and the right 
to use in perpetuity the Whitney name in connection with its 
wheel business. The contract contained other details not neces- 
sary to be here enumerated. It is to be noticed that it was a 
tripartite contract, signed by James S. Whitney, Asa W. Whit- 
ney, and Sanford-Day Iron Works. 

Pursuant to this contract, the complainant company gave 
employment to Asa W. Whitney for five years, and within the 
five-year term exercised its option and purchased from James S. 
Whitney and his wife, who had meanwhile become his assignee, 
the good will of the old Whitney business, and the perpetual right 
to the use of the names “A. Whitney & Sons,” “Whitney Car 
Wheel Works,” and “Whitney.” 

Asa W. Whitney was not a party to this second contract. At 
the expiration of the five years for which he was employed under 
the first contract, his connection with complainant company was 
severed, and very shortly thereafter he went in the service of de- 
fendant Enterprise Foundry & Machine Works. 
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After negotiating the first contract with the Whitneys, the 
complainant company entered extensively into the manufacture 
of mining car wheels. It advertised that it was the successor to 
the old Whitney concern, that Asa W. Whitney was in its em- 
ploy, and it advertised its wheels as the Whitney wheels. Com- 
plainant has spent considerable sums of money in developing and 


advertising its car wheel business, using the name “Whitney” 


in connection therewith as a trade-name, and has built up quite 
a large and profitable custom in these wheels. 

After Asa W. Whitney left complainant he got in touch 
with the Enterprise Foundry & Machine Works, and was em- 
ployed by it. Mr. Daniel, the president of the latter company, 
testifies that his company was operating a foundry business at 
Bristol; that the business had undergone some vicissitudes; and 
that it was thought desirable to enlarge it. He had talked with 
Mr. Sanford, and perhaps others, and had understood that the 
manufacture of mining car wheels was profitable, and it was 
decided that defendant company would add that feature to its 
business. Accordingly, after the services of Asa W. Whitney 
were secured by defendant company, the connection of the latter 
with said company was extensively advertised, the said company 
began the manufacture of wheels under the supervision of Asa 
W. Whitney, and pushed the market of these wheels with a great 
deal of energy. 

Defendant company advertised said wheels which it manu- 
factured as “A. W. Whitney’s self-oiling mining car wheels” ; it 
advertised that its wheels were of Whitney quality. On certain 
of its advertisements in bold type appeared the legend, “Whitney 
means a certainty.” One of its agents in Birmingham advertised 
that he handled “Whitney wheels,” and in its correspondence and 
catalogues, and in various other ways, defendant company made 
use of the word “Whitney” in an effort to promote the sale of its 
wheels. 

It is fair to say that defendant company in certain of its 
correspondence conceded the right of complainant company to 
call its wheels “Whitney wheels,” and defendant company re- 
ferred to its wheels when formally characterizing them as “A. 
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W. Whitney wheels.” However, defendant did make use of the 
name “Whitney,” and the name “Whitney” appeared, in divers 
ways in its advertisements and correspondence in connection with 
its car wheel business. 

Two principal questions are presented on this record. The 
first involves the right of complainant company to the use of the 
name “Whitney.” Conceding this right, the second question 
presented is whether the defendant company has, under the cir- 
cumstances above detailed, illegally invaded complainant’s right. 

It is urged on behalf of the defendant that complainant has 
no legal claim to protection in the use of this trade-name; that 
it never acquired any right to the name; that James S. Whitney 
had no such right to convey. 

The testimony of Asa W. Whitney shows that the Whitney 
concerns, heretofore referred to, have manufactured car wheels 
for a great number of years, and that said wheels have been of 
high reputation. An employé of the Whitney Company named 
Faught procured a patent on a particular type of wheel, and for 
many years this was the principal wheel manufactured by the 
Whitneys. Asa W. Whitney says that this wheel was called 
the Faught wheel, but it was made by the Whitneys until that 
concern suspended in 1896. 

When the Whitney Car Wheel Works went out of business 
in 1896, considerable of the assets were levied on and distributed 
among various parties. Mr. Faught, who owned the patent on 
his wheel, went to the Lobdell Car Wheel Works, of Wilming- 
ton, Del., and the Lobdell people began the manufacture of 
wheels under the Faught patent. Asa W. Whitney, however, 
says that the Lobdell concern did not designate its wheel as the 
Whitney wheel, but sold it as the.Faught wheel, and it otherwise 
appears in the record that the Lobdell house has never claimed 
any right to the Whitney name, or made any use of said name 
in connection with its business. 

Other assets of the Whitney Car Wheel Works in 1896 
passed to other parties. The assets and business of this concern, 
as a whole, did not pass to any one person. There was no such 
sale or transfer of this business as to carry its good will or the 
right to use its name, nor does it appear that the Lobdell Com- 
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pany, who acquired the Faught wheel patent, has ever claimed 
the right to use the Whitney name. 

We therefore conclude that the right to the use of the 
names “Whitney,” “Whitney Car Wheel Works,” and “A. Whit- 
ney & Sons’ was not disposed of when the Whitneys suspended 
business. 

The presumption is that no one intends to part with the 
right to use his own name, and such a right does not ordinarily 
pass by a sale of one’s business in the absence of stipulation. 
The right certainly would not pass under a judicial sale where the 
business was distributed among different purchasers. Hazelton 
Boiler Co. v. Hazelton Tripod Boiler Co., 142 Ill., 494, 30 N. E., 
339; 20 Cyc., 1277-1279. 

We find no justification in the record for the claim of de- 
fendant company that the name “Whitney” was inseparably as- 
sociated with the Faught wheel patent as a descriptive name. 
We therefore can not sustain the contention that, when the 
Faught patent expired, the name “Whitney,” along with the 
patent, fell into the public domain and became subject to the use 
of any one. 

The Faught wheel was patented under that name. “Faught”’ 
was the descriptive word or generic name of that patent used 
to indicate the nature of the wheel. So far as this record shows, 
there has never been any dedication of the name “Whitney” 
by its application to a patented article. There can be no conten- 
tion, therefore, that the right to use the name “Whitney” has 
fallen into the domain of things public, along with the expira- 
tion of some patent so designated. Singer Mfg. Co. v. June Mfq. 
Co., 163 U. S., 169, 16 Sup. Ct., 1002, 41 L. Ed., 119. Holza- 
pfel’s Compositions Co. v. Rahtjen’s American Composition Co., 
183 U.S., 1, 22 Sup. Ct., 6, 46 L. Ed., 49, and like cases, accord- 
ingly have little application to the facts of this case. 

This suit does not concern a patented article, and it is not 
a trade-mark case, but it is a case involving unfair competition 


in business. The grounds upon which rest the law of specific 
trade-mark and of unfair competition in business and the distinc- 


tions are stated by this court in the case of Simmons Medicine 
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Co. v. Mansfield Drug Co., 93 Tenn., 84, 23 S. W., 165. See, 
also. Lawrence Mfg. Co. v. Tennessee Mfg. Co., 138 U. S., 537, 
11 Sup. Ct., 396, 34 L. Ed., 998. Even in the case of a patented 
article where one’s name has become the generic name of that 
article, when the patent has expired, another using that name 
will be required, under the law of unfair competition, to adopt 
such precautions as will protect the property of others and avoid 
a fraud upon the public. Singer Mfg. Co. v. June Mfg. Co., 
supra. 

It is not shown that other manufacturers who, since the ex- 
piration of the Faught patent, have made that type of wheel, 
with the exception of complainant, have ever advertised these 
wheels as Whitney wheels, or asserted a right to use the name 
Whitney in connection with the market of said wheels, until 
defendant company made such an attempt. 

It appears from the testimony of Asa W. Whitney that his 
father and associates did not abandon the idea of resuming busi- 
ness when they were closed out in 1896. They attempted to 
reorganize, and as late as 1903, when Asa W. Whitney was first 
employed by the Sanford-Day Iron Works. He testifies that 
“We,” presumably referring to his people, were thinking of open- 
ing a business in New Jersey, and for this reason he told Mr. 
Sanford that he would not be interested in securing employment 
with the latter, except on a long-time contract. At the time com- 
plainant company and James S$. Whitney made their first con- 
tract, the latter still had a quantity of the old Whitney equip- 
ment, which complainant purchased. 

So far, then, as this record shows, James S. Whitney, who, 
according to the testimony of Asa W. Whitney, had succeeded 
to the good will of A. Whitney & Sons and Whitney Car Wheel 
Works, had the right to dispose of these trade-names when he 
first contracted with complainant company in 1904. Asa W. 
Whitney concedes that his father had the right to assign the use 
of the names “Whitney Car Wheel Works” and “A. Whitney & 
Sons,” but insists that he did not have the right to dispose of the 
name “Whitney.” We must reach a different conclusion. Inas- 
much as the product of A. Whitney & Sons and Whitney Car 
Wheel Works had been known to the trade for half a century 
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as Whitney wheels, indicating the source of their manufacture, 
we think that those concerns and their successors had acquired a 
right to employ the name “Whitney” in advertising car wheels— 
such a right as the courts should protect from unfair infringe- 
ment. 


Since the right to use the name “Whitney” had not been 
abandoned by the original Whitneys, the said name was not 
subject to appropriation by defendant company. A valid sale 
of this trade-name was made to complainant, and the only right 


that defendant company can have to the use of the name is such 
a right as it acquired by reason of its contract with Asa W. 
Whitney. 

In so far as Asa W. Whitney and his privies are concerned, 
it might be sufficient to say they are estopped from asserting 
that James S. Whitney did not have the right to assign the Whit- 
ney trade-names, and estopped from questioning the title of 
James S. Whitney’s grantee. Asa W. Whitney, as we have here- 
tofore noted, signed the contract by which these trade-names 
were transferred to the Sanford-Day Iron Works for five years, 
and under which it was agreed to thereafter transfer the right 
to the use of these names in perpetuity on certain considera- 
tions. Tor his signature to this instrument he received a valuable 
consideration. He was employed by the Sanford-Day Iron 
Works as a part of this trade for a period of five years, at a salary 
and royalty therein named. It was represented by this first con- 
tract that James 5. Whitney had a right to assign these names, 
and he afterwards did so. Under well-settled principles of law, 
neither Asa W. Whitney, nor those claiming under him, can now 
question the right of complainant company to the use of such 
names. Anderson v. Akard, 15 Lea, 182; Berrigan v. Fleming, 
2 Lea, 271; Friedenwald v. Mullan, to Heisk., 226; Fort v. 
Coker, 11 Heisk., 579. 

We will waive the question of estoppel, however, and further 
consider the nature of the right of the Enterprise Foundry & 
Machine works to the use of the Whitney name under its con- 
tract with Asa W. Whitney. The latter testifies that he has no 
stock or interest in the defendant company; that he is a mere 
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employee, to be paid a salary and a percentage of the profits. In 

other words, the defendant company is not an enterprise of Asa 

W. Whitney’s. It is not his property, and the business is not 

his. It is not he that is here asserting the right to the use of the 

name ‘‘Whitney” in connection with the advertisement and sale 

of car wheels. This is not a case, therefore, involving the right 

of a person to use his own name in his own business. 

It has been stated as a general proposition of law that 
every man has the right to use his own name in his own business, 
even though some one else of the same name has previously been 
engaged in a similar business under that name. Holloway v. Hol- 
loway, 13 Beav., 209; Burgess v. Burgess, De G. M. & G. 896- 
903; Brown Chemical Co. v. Meyer, 139 U. S., 540, 11 Sup. Ct., 
625, 35 L. Ed., 247; Menecly v. Meneely, 62 N. Y., 427, 20 Am. 
Rep., 489; Robinson v. Storm, 103 Tenn., 40, 52 S. W. 880. It 
is held in one of these cases, under such circumstances, that a 
man running his own business in his own name can neither be 
compelled to discontinue, nor be forced to operate in the name 
of some one else. Meneely v. Meneely, supra. 

This rule, however has been much qualified, and recent cases, 
while conceding its general application, are uniform to the ef- 
fect that one’s own name must not be used as an artifice to mis- 
lead the public as to the identity of the business or corporation, 
or the article produced. The business of another who first law- 
fully selected this trade-name and produced an article which is 
identified by such name cannot be thus unfairly diverted. This 
court has so held in the well-considered case of Robinson v. 
Storm, supra. The Supreme Court of the United States has 
frequently so held. Donnell v. Herring-Hall-Marvin Safe Co., 
et al., 208 U. S., 267, 28 Sup. Ct., 288, 52 L. Ed., 481; Herring- 
Hall-Marvin Safe Co. v. Hall’s Safe Co., 208 U. S., 554, 28 Sup. 
Ct., 350, 52 L. Ed., 616; Brown Chemical Co. v. Meyer, 139 U. 
S., 540, 11 Sup. Ct., 625, 35 L. Ed., 247, and other cases reviewed 
in these cited. The state courts are uniformly in accord. See 
note to Morton v. Morton, as reported int L. R. A., (N. S.) 660, 
and note to Aetna Mill & Elevator Co. v. Kramer Milling Co., as 
reported in 28 L. R. A., (N. S$.) 934. 

The application of the rules of law respecting the right of 
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one to use his own name in his own business is in some cases 
difficult. We are, however, confronted with no such difficulty 
here. Asa W. Whitney is not attempting to do business for 
himself under his own name. No effort is being made to force 
Asa W. Whitney to abandon the use of his own name. His 
right to the use of his family name is not in dispute. The 
right of another and different party—to wit, the Enterprise 
Foundry & Machine Works—to the use of this name is in- 
volved. 

It should be here stated that Asa W. Whitney has never 
at any time been in business for himself. He has never manu- 
factured any car wheels or owned or operated a car wheel busi- 
ness. He was an employe of the old Whitney establishment, 
and appears to be a gentleman of much learning in metallurgy 
and skill in compounding iron mixtures. He has always worked 
as a metallurgist, and has never been the owner of, or inter- 
ested in, any manufacturing business. No car wheels have ever 
been manufactured or marketed by him. No establishment that 
he ever owned or conducted has ever acquired any reputation 
for its product. 

It seems from the testimony of Mr. Daniel that he knew 
of the high reputation Whitney wheels enjoyed when he em- 
ployed Asa W. Whitney. 

Asa W. Whitney, at the expiration of his contract with the 
Sanford-Day Iron Works, had a right to obtain employment 
from anyone he chose. His knowledge of metallurgy and his 
skill in the composition of metals were assets of which he was 
entitled to the benefit. The Enterprise Foundry & Machine 
Works had a right to secure the services of Asa W. Whitney, 
and had a right to manufacture car wheels. The defendant 
company, however, had no right, merely by the reason of its 
employment of Asa W. Whitney, to pirate the trade-name 
“Whitney,” the reputation of which had been established by 
others, and the right to the use of which was owned by others, 
and had been, by these others, sold and transferred for $8,000 
to the complainant herein. 
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The cases considering this particular phase of the law of 
trade are not numerous, but they are uniform. 

In 1802 a Madam Tussaud founded a wax-works establish- 
ment in London which was known as “Tussaud’s.” This busi- 
ness was carried on under said name for many years, and was 
operated by one Tussaud in 1890. In that year another wax- 
works exhibition was opened under the name of “Louis Tus- 
saud, Limited”; one Louis Tussaud having been employed to 
run it or assist in running it by the owner, a company. The 
Tussaud who owned the original establishment brought suit. 
It appeared that the circulars of the new place stated that it 
had no connection with the plaintiff. Louis Tussaud, prior to 
the opening of his exhibition referred to, had never carried on 
any such business on his own account, nor had he ever modeled 
any figures for his own use. The court held that the name 
“Tussaud” was well known and of high reputation in connec- 
tion with waxworks, and visitors who had heard of the plain- 
tiff’s exhibition would likely be misled into going to see the 
defendant’s exhibition. The question was whether or not the 
company operating Louis Tussaud, Limited, and Louis Tussaud, 
who was an employe of that company, could be réstrained for 
the use of the name “Tussaud” in this connection. The court 
said, per Sterling, J.: 






















“T conceive it to be clear that the defendant could not, either for 
valuable consideration or otherwise, confer on another person the right 
to the use of the name “Tussaud’ in connection with the business which 
the defendant had never carried on, and in which the defendant had no 
interest whatever. Then comes the question: Can he confer that right on 
a person or a company toward whom he stands simply in the position of 
a paid servant? He could, no doubt, confer the right of saying that the 
business is under his management, but could he go to the same private 
individual and say to him: ‘I will become your servant as manager and 
modeler for several years, and you shall carry on the busness (which is 
not to be mine, but yours) under my name.’ I think not.” Tussaud v. 
Tussaud, 44 Ch. Div., 678. 


In a Maryland case it appeared that the complainant, Henry 
Stonebraker, had long manufactured various medicines and 
preparations that were widely known as “Stonebraker’s” medi- 
cines and preparations. Defendants subsequently employed 
Abraham §. Stonebraker, a doctor and brother of complainant, 
in the manufacture of similar preparations which closely re- 
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sembled those of complainant, and were sold as “Dr. Stone- 
braker’s” medicines and preparations. Wrappers and general 
get-up were imitated in various ways, and circumstances clearly 
indicated fraudulent intention. Abraham S. Stonebraker had 
for a short time only, some years before, manufactured some 
drugs and remedies to which he applied his name. It was held 
that defendants were not so entitled to use the name, and an 
injunction was granted. Stonebraker v. Stonebraker, 33 Md., 
252. 

In a New York case these facts developed: 

Napoleon Sarony was a successful New York photographer 
prior to November 9, 1896, when he died. October 7, 1898, Otto 
Sarony, his executor, sold to plaintiff assignor Sarony’s busi- 
ness with the trade-mark “Sarony” and the good-will of the 
business. Later this executor agreed with Marceau to use his 
(Otto Sarony’s) name, or any part of it. Marceau then organ- 
ized the Otto Sarony Company, photographers, a New York 
corporation in which Otto Sarony owned one share of stock— 
the consideration for his giving the concern the right to use his 
name. Held: 


“The object of this transaction is perfectly apparent. It was not an 
attempt of a man to transact business in his own name, or transfer to an- 
other the good will of an established business. Otto Sarony did not in- 
tend to go into business using his own name. * * * The only object 
he (Marceau) could have was thus to secure some of the business of the 
plaintiff. * * * ‘Sarony’ meant nothing except so far as it represented 
the reputation or skill and artistic merit of the business transacted under 
that name. It was a fraud if the defendant represented that this com- 
pany was either the successor of the business and methods established by 
Napoleon Sarony, or that any member of the Sarony family had any 
connection with it. It was a fraud upon the plaintiff, in that by the use 
of the name ‘Sarony’ it indicated that the Sarony, who had established 
the business known to the public as Sarony’s photographic establishment, 
was connected with it, and it was a fraud for Otto Sarony to make such 
an agreement with the defendant Marceau when he had transferred the 
right to use the name of ‘Sarony’ with the business established by Napo- 
leon Sarony, and had received consideration therefor.” Burrow v. 
Marceau, 124 App. Div., 665, 109 N. Y. Supp. 105. 


A just rule fairly deducible from the foregoing cases is, 
where a particular name by its owner’s efforts has acquired 
value in trade, another of that name, who has never conducted 
a like business for himself, will not be allowed to endow a third 
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person with the right to use this common name in a business 
belonging exclusively to the latter. Viewed from every angle, 
such an effort to transfer a well-known name is manifestly 
fraudulent. It works to the injury of the person who has first 
used the name in business. The person who undertakes so to 
transfer the name seeks thus to dispose of a reputation and good 
will that are not his. The transferee may be likened to a re- 
ceiver of stolen goods. 

Mr. Nims in his work on Unfair Business Competition, has 
thus stated the rule: 


“A person who bears the same family name as some one who is 
running the business under the common surname will not be allowed to 
sell or transfer the right to use the name to a third person who has no 
interest in it when the vendor has never carried on the business in which 
the third person is engaged. * * * Nor can he hire himself to another 
and stipulate that the other shall carry on the business in the employe’s 
name, when such a transaction would cause confusion with the business of 
another. To transfer to a third person the right to use one’s surname 
when one knows there already exist business names containing that sur- 
name which will be injured by the use of his name in the same line of 
business, is a fraud, if the vendor knew of the use to be made of the 
name at the time of the sale.” Nims on Unfair Business Competition, § 74 

While, as heretofore stated, this record indicates that Asa 
W. Whitney is a man of much learning in metallurgy and skill 
in compounding mixtures of ore, it does not indicate that he is a 
practical business man, and it definitely appears that he has never 
been engaged in business for himself; certainly not in the manu- 


facturing of car wheels. 

No wheels of his manufacture ever acquired any reputation 
in the market, for he never made any wheels. The reputation 
of the Whitney wheels has been acquired during their pro- 
duction by his grandfather, his father and the Sanford-Day 
Iron Works. This reputation, this good will, this trade-name 
“Whitney” was therefore never the property of Asa W. 
Whitney, and he had no right to undertake to transfer it. 

The defendant company knew that Asa W. Whitney had 
never manufactured any wheels, and knew that he had never 
established any reputation for any wheel that he had put on the 
market. In its use of the name “Whitney,” therefore, in connec- 
tion with car wheels which it turns out, defendant company is 
not seeking to avail itself primarily of Asa W. Whitney’s reputa- 
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tion, but is obviously endeavoring to hold out its goods as posses- 
sing a reputation and standing which belonged to the goods of 
A. Whitney & Sons, Whitney Car Wheel Works, and later San- 
ford-Day Iron Works. 

It is urged that defendant company has never tried to pass 
off its goods as those of complainant. To this we cannot at all 
agree. True, defendant company has stamped its own name on 
its wheels, but these wheels are not generally sold by inspection 
of the articles themselves, but by advertisements, catalogues, etc. 
The name “Whitney,” has been so long identified with wheels 
made by complainant and its predecessors as to indicate their 
goods alone. When defendant company, in printed literature, 
by which it offers and advertises its product, adroitly uses the 
name “Whitney” in connection with its wheels, it is inevitable 
that the public, who have for so many years known the wheels 
of complainant and its predecessors under that name, will be 


misled, and defendant company will gain trade at complainant’s 
expense. 


“The trade-name for the goods of a particular trader may not be 
used by another as the trade-name for his similar rival goods.” 38 Cyc. 
771, and cases under note 6. 


The defendant company cannot be allowed thus to appro- 
priate for its goods the reputation and standing indicated by the 
name “Whitney.” This good will is the property of complain- 
ant, and the property in the good will is the thing protected 
in cases of unfair competition. 38 Cyc., 766. 


Such reputation and standing never did belong to Asa W. 
Whitney, for he was never a manufacturer. 

If the defendant company had merely wished to advertise 
to the trade that it had secured the services of Asa W. Whitney 
to superintend the making of its car wheels, and to call the atten- 
tion of the public to the skill and experience of Asa W. Whitney 
in this line of business, it might have done these things without 
adopting all the varied and artful uses of the name “Whitney” 


in connection with the market of its wheels that appear to have 
been employed. 


We think that the complainant is entitled to an injunction in 
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this case. The defendant company has no right certainly to ad- 
vertise its product as Whitney wheels. Asa W. Whitney has 
no interest in defendant’s business himself, and “Asa W. Whit- 
ney wheels” are quite likely to be confused with “Whitney 
wheels” or “A. Whitney & Sons wheels” in the minds of pur- 
chasers. Similarity, not identity, is the test that determines the 
unfair use of trade names. “It is sufficient that it is a simula- 
tion likely to deceive an incautious . . . purchaser.” Robin- 
son v. Storm, 103 Tenn., 40, 48, 52 S. W., 880, 882, and author- 
ities cited. 

So, without considering separately the various assignments 
of error interposed to the decree of the court of civil appeals, 
we are of opinion that this decree should be reversed, and that 
the decree of the chancellor, somewhat extended in its provisions, 
should be affirmed. 

An injunction will issue restraining defendant the Enter- 
prise Foundry & Machine Works from advertising its wheels as 
“Whitney wheels” or “Asa W. Whitney wheels” or “A. Whitney 
wheels.” It will also be restrained from the use of the name 
“Whitney,” either alone or in connection with other words or 
initials, in the sale or advertising of its wheels, except that 
it may state that it has secured the services of Asa W. Whitney, 
his duties and the nature of his employment in its concern; it 
may advertise his knowledge, skill and experience in metallurgy 
and in compounding ores; it may show that Asa W. Whitney 
is a member of the Whitney family, brought up in business by 
the original makers of the Whitney wheel; and, as Mr. Justice 
Holmes puts it in Herring-Hall-Marvin Safe Co. v. Hall Safe 
Co., 208 U. S., 554, 28 Sup. Ct., 350, 42 L. Ed., 617, it “otherwise 
may state the facts.” 

A different use of the name “Whitney,” either alone, or in 
connection with other words or initials, by defendant, is mislead- 
ing, will cause confusion and moreover, would be a misstatement, 
generally speaking, of the facts, to the injury of complainant. 

Let a decree be entered in accordance with this opinion, and 


the costs of this cause taxed to defendant Enterprise Foundry 
& Machine Works. 


COMMISSIONER OF PATENTS $1 


This record does not develop a case in which damages 


could be definitely ascertained, and that question will not be con- 
sidered here. We do not, however, mean to prejudice the right 
of complainant company to put forward its claim for damages 
hereafter, if such a claim can be properly set up. 


COMMISSIONER OF PATENTS 
Descriptive Terms. 


Appeal from dismissal of opposition to the registration of 
the name “Climatic” as a trade-mark for paints, the objection 
being that the mark is a descriptive term, in use by opponent. 
The applicant used the name “Lincoln Climatic Paint” and used 
four formulas adapted to different climates, covered by patents, 
one of which says, of the product: 


“An important feature of this improved Climatic paint is that the 
same basic formula can, by regular modifications, be especially adapted 
for distribution through sections of various climates.” 


The applicant has extensively advertised its paint as adapted 
to the climate for which it is made and sold. The applicant used 
the mark for four years before the opponent. The latter argues 
that the language of the patents shows descriptive use of the 
word and the advertising of the applicant treats it as descrip- 
tive. The word suggests, it is true, some relation between the 
paint and the climate. The idea intended to be conveyed is 
obvious, but the word is not so descriptive as to be unregistrable. 
The word “Climatic” does not tell what the four formulas are 
nor which formula is used in any climate. Its appropriation by 
the applicant will not restrict the opponent from properly de- 
scribing its own product, as adapted to the climate where it is 
sold. (') 


R. F. WuiIteHeap, Asst. Commr. 


(1) Lincoln Paint & Color Co. v. American Paint Works, 115 Ms. 
Dec., 311. 
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The trade-mark “De Luxe” for writing and printing paper 
was properly rejected .as descriptive. It was refused for cor- 
porate minute books and like goods, in the case of the Chicago 
Shipping & Receipt Book Co., 115 Ms. Dec., 36, | Reporter, vol. 
4, p. 563]. The decision of the examiner is affirmed on the 
authority of that case. (1) 

‘ J. T. NEwron, First Asst. Commr. 


The name “Brown-Hoist” for hoisting machines, cranes, 
engines, and like appliances was rejected by the examiner be- 
cause descriptive. The commissioner says, an engine or crane 
may be used for hoisting, but may also be used for other pur- 
poses. The word is not descriptive in the sense of “Diesoil’’ 
(Union Oil Co., 114 Ms. Dec., 266), [Reporter, vol. 4, p. 414], 
where the latter portion of the name was merely that of the 
article. The mark is, therefore, registrable. (7) 

J. T. Newron, First Asst. Commr. 


The name “Home” for a medical remedy is descriptive 
indicating that it is for home use without the aid of a physician. 
‘Home remedies” is a familiar designation for such prepara- 
tions. (*) 

J. T. Newron, First Asst. Commr. 


“ec 


Santa Fe Special” as a trade mark for watch movements 
is unregistrable because “Santa Fe” is geographical while the 
word “Special” is in common use to indicate goods of which a 
specialty is being made, and would convey the idea that the 
Santa Fe Railroad was making a specialty of this watch. (*) 

J. T. Newton, First Asst. Commr. 


The name “Klosfit”, so written that the “K” and the “I” 
are overlapping and the “o” is embraced by the two sides of the 
“1,” is a registrable trade-mark. It is something more than a 
mere misspelling of the word “close fit.” The arrangement of 
the letters “Klo,” to fit more closely than usual, is an ingenious 


(1) Ex parte Southworth Company, 115 Ms. Dec., 480. 

(2) Ex parte Brown Hoisting Machine Co., 115 Ms. Dec., 478. 
(3) Ex parte George W. Milton, 115 Ms. Dec., 457. 

(4) Ex parte Alonzo S. Thomas, 115 Ms. Dec., 486. 
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way of suggesting to the observer the idea expressed in the 
word and is enough to make a registrable trade-mark. (! ) 
J. T. Newton, First Asst. Commr. 


The name ‘‘Heather-brown” for quarries, tiles and brick of 
burnt clay, was rejected as descriptive of the color of the articles. 
The examiner quoted from Scott’s Lay of the Last Minstrel, 
“the land of brown heather.” The applicant maintains that the 
name is arbitrary and indicative of no color and quotes from the 
Lady of the Lake, “heather black” to show that heather has no 
determined color. After the examination of books listing the 
colors of dyes, the commissioner says he finds no shade of brown 
known as heather brown. The Century Dictionary mentions 
heather wool for knitting, as wool parti-colored or mottled in 
various shades, producing a mixed or speckled color thought to 
be like that of heather. Doubtless, the color of heather differs 
at different seasons, but it is not evident that anybody would 
know what color is meant by heather brown. The mark should 
be registered. (7) 


J. T. Newron, First Asst. Commr. 


On petition for rehearing. The mark, “Diesoil,” consists 
only of a proper name, followed by the name of the article to 
which it is applied. It does not appear that the significance of the 
syllables is lost when they are brought together, as in the 
case of Carlson-Lusk Hardware Company, |Reporter, vol. 4, 
p. 565], where the decision evidently went upon the theory that 
in the combination “Tatronife,” the original significance of the 
syllables was lost. Petition denied. For the original decision, 
see Reporter, vol. 4, p. 415. (*) 


R. F. Wurrexeap, Asst. Commr. 


A mark applied for consisted of the name “Purity,” en- 
closed in a diamond, and underneath it the representation of lily 
leaves and bloom. The examiner held that the word “Purity” 
was descriptive and should be removed from the drawing, (Ex 
parte Taylor & Co., 114 O. G., 972; Johnson v. Brandau, 139 


Greenwald Bros., Inc., 115 Ms. Dec., 238. 
Mart & Lawton, 115 Ms. Dec., 194. 
Union Oil Company of California, 115 Ms. Dec., 171. 
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O. G., 732). It was pointed out that some thirty-five other 
registrations have been made of marks embodying the word 
Purity.” Furthermore, the word is a noun and not an adjec- 
tive and, therefore, not strictly descriptive, but rather suggestive. 
The arbitrary matter -accompanying it is sufficient to warrant 
the registration with the inclusion of the name “Purity.” (*) 

J. T. Newton, First Asst. Commr. 


Review of Previous Decision 


The word “Turknit” for knitted wash cloths and towels was 
refused on a previous appeal because descriptive, (104 Ms. Dec., 
107; Reporter, vol. 2, p. 387), indicating that the goods have 
the appearance or nap of a Turkish towel. The commissioner 
ordinarily will not review prior rulings of his predecessor, but 
the reasoning of the decision is so very different from that now 
applied in similar cases, that it is unfair to the applicant to 
refuse registration. The word is not made up of two 
descriptive words, nor does it suggest to the purchaser, when 
applied to a knitted fabric, that it indicates one having the tex- 
ture of a Turkish towel. (7) 

J. T. Newton, First Asst. Commr. 


Description of Mark 


Petition from the requirement of the examiner that the ap- 
plicant remove from the drawing the shading showing that the 
symbol, a star, is printed in red, or else describe the mark as 
used in that color. Held it is proper to require the description 
of the mark as actually shown. This does not curtail the right 
of the applicant. There is no inference from a description of 
the color that a star of another color would not infringe. That 
is a question to be left to the court. (.4. Leschen & Sons 
Rope Co. v. Broderick & Bascom Rope Co., 201 U. S., 166.) 
(*) 

J. T. Newron, First Asst. Commr. 
(1) Ex parte Purity Oats Company, 115 Ms. Dec., 422. 


(2) Ex parte Putnam Knitting Company, 115 Ms. Dec., 362. 
(3) Ex parte Dwight Wire Fence Co., 115 Ms. Dec., 360 
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Disclaimers 


Application was made to register the name “Trumpet 
3rand” with the picture of a trumpet underneath. A dis- 
claimer was offered in the following language : 


“No claim being made to this word ‘Brand’ apart from the mark 
shown in the drawing.” 


This was objected to by the examiner as to form. It was 
held, however, that the disclaimer offered was sufficient and the 
examiner was directed to enter it. The commissioner says: 


“Since there is no provision for a disclaimer in the trade-mark 
statute, the propriety of their use at all is doubtful, but since the con- 
sensus of authority in the case of Johnson v. Brandau (139 O. G., 732), 
and other authorities seem to sanction them, I am not prepared to say 
that they should not be required under some circumstances.” (1) 


J. T. Newron, First Asst. Commr. 


Petition from ruling of the examiner, requiring the elimina- 
tion of the crescent from a mark, or a disclaimer executed by the 
applicant himself. The use of the crescent appears to be only 
ornamental and no essential part of the mark. The mark is 
such that the goods would be known as “Pride of Tera Ceia” 
oranges. There is no reason, therefore, why the attorney should 
not be allowed to amend the mark by the cancellation of the cres- 
cent, or why a disclaimer should be required to be executed by 
the applicant in person. (?) 

J. T. Newton, First Asst. Commr. 


Conflicting Marks 


Opposition was filed by the owner of the trade-mark 
“Rameses” for cigarettes, to the application for registration of 
the trade-mark “Radames” for the same article. Proof of prior 
and extensive use by the opponent was clear. On the question 
whether the marks were sufficiently similar to deceive, the com- 
missioner held that in the ordinary pronunciation of the words, 


(1) Ex parte I'linois Seed Co., 115 Ms. Dec., 470. 
(2) Ex parte Frank C. Armstrong, 115 Ms. Dec., 254. 
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they would conflict. It also appeared that a preliminary in- 
junction had been granted to the opponent by Judge Lacombe, 
in a suit for infringement brought against the applicant. 

The commissioner cited the following cases: “Maizena’” and 
“Maizharina” (Glen Cove Mfg. Co. v. Ludling, 22 Fed. Rep., 
823); “Cottolene” and ‘“Cottoleo” (N. K. Fairbank Co. v. Cen- 
tral Lard Co., 64 Fed. Rep., 133); “Sapolio” and “Sapho” 
(Enoch Morgan & Son v. Whittier -Coburn Co., 118 Fed. Rep., 
660); “Beatsall’” and “Knoxall”’ (American Lead Pencil Co., 
v. Gottlieb, 181 Fed. Rep., 178); “Cremalt” and “Crownmalt” 
(Fox v. Glynn, 191 Mass., 344). (1) 

J. T. Newton, First Asst. Commr. 


Goods of the Same Descriptive Properties 


Appeal from the decision of the examiner of interferences, 
dismissing a notice of opposition. . The opponent had used the 
name “Barry” on hair tonic, hair dyes, perfumery and dentifrice, 
for a long time before the applicant began to use his name, 
‘Barrie,’ on soap. The opponent began to distribute samples 
of “Barry” soap in February, 1913 and to sell it on May first 
of that year. Caswell Barrie put out samples in December, 
1912, and made sales in February, 1913. He used his name in 
ordinary type until March, 1913, when he adopted the script 
form. The opponent claimed that the goods upon which it 
had used the name “Barry,” were of the same descriptive prop- 
erties as soap, since the latter was within the field of the ordinary 
expansion of its business. But hair pins and hooks and eyes are 
held to be different, though sold by the same dealers and made 
by the same manufacturers. (Hump Hair Pin Co., v. De Long 
Hook & Eye Co., 190 O. G., 1032; Reporter, vol. 3, p. 238.) 
The authority of Kidd v. Reiter, 194 O. G., 551; Reporter, vol. 
2, p. 257) is no longer followed by the patent office see Saxton 
& Co. v. Alart & McGuire Co. [Reporter, vol. 4, p. 414]. The 
decision of the examiner is affirmed. (?) 

J. T. Newton, First Asst. Commr. 


(1) Stephano Bros. v. Stamatis D. Stamatopoulos, 115 Ms. Dec., 249. 
(2) Barclay & Barclay and Barclay & Co. v. Caswell Barrie, 115 Ms. 


251. 
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